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The Panel takes note that, in the EC's view, the specific conditions contained in Article
12(1) of Regulation (EC) No. 2081/92 do not apply to WTO Members because the
introductory phrase "[w] ithout prejudice to international agreements' ensures that the
WTO agreements prevail wherethereis a conflict with the Regulation (EC rebuttal, para.
55). Which precise EC obligations under the WTO agreements would be prejudiced by
the application of thase specific conditions to other WTO Members? In particular:

(@ would the EC's obligations under Article I11:4 of GATT 1994 be prejudiced?

(b) would the EC's obligations under Article 3.1 of the TRIPS Agreement be
prejudiced?

If not, please explain the relevance of your referenceto the fact that the TRIPS
Agreement obliges WTO Members to provide protection to Gls in accordance with
Section 3 of Part |1 and the general provisions and basic principles of the TRIPS
Agreement (EC first written submission, paras 65-66). EC

Can the EC provide the Panel with any official statement by the Commission or any other
EC ingtitution, that the application of conditions of reciprocity and equivalence, such as
those under Article 12(1) of Regulation (EC) No. 2081/92, would be inconsistent with the
EC's obligations under international agreements, in particular, the WTO Agreement?
EC

The EC has provided arevised Guide to Regulation (EC) No. 2081/92, dated August
2004 (Exhibit EC-64). Was this new version prepared in connection with this Panel
proceeding? How isit relevant to the Panel's work if the Commission assumes no
liability for its contents (see its cover page)? A new paragraph in the introduction (page
5) indicates that "the Commission reserves the right to amend procedures’ and indicates
the possibility of further possible revisions. Does this mean that the Guide could be
changed back to the old version? EC

The Panel takes note of the EC's responses to Panel questions nos. 16 and 17 and the
EC'srebuttal, paras. 79-86. Please explainin detail how the Commission's
interpretation that Article 12(1) of Regulation (EC) No. 2081/92 does not apply to WTO
Members is consistent with the statements in the EC responsesin the TRIPS Council
review of legislation to question no. 4 posed by New Zealand and the follow-up question
posed by India on page 24 in IP/Q2/EEC/1 (cited in Australia's rebuttal, para. 33, fn.
23). EC
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Q98.

Q99.

Q100.

Q101

Isit the EC's submission that the conditions in Article 12(1) of Regulation (EC) No.
2081/92 do not apply to WTO Members so that:

@ WTO Member nationals may obtain Glsfor areas located in all countries; or

(b) persons fromall countries may obtain Glsfor areaslocated inall WTO
Members? EC

The EC hasreferred to other Community legal actsin relation to the meaning of the
phrase "without prejudice to international agreements’ (EC rebuttal, paras. 62-66).
Please also refer to Regulation (EC) No. 2082/92 on certificates of specific character for
agricultural products and foodstuffs, which was adopted with the Regulation at issue in
thisdispute. To what international agreements does the phrase "[w] ithout prgudice to
international agreements’ refer as used in Article 16 of that Regulation? EC

In Regulation (EC) No. 753/2002 on wine (set out in Exhibit US-35), Articles 34-36 refer
to "third countries®, apparently to refer to both WTO and non-WTO Members. It
expressly states wherever a "third country” islimited to, or excludes, WTO Members.
Why was Regulation (EC) No. 2081/92 drafted in such a way that the meaning of "third
country” in Articles 12 through 12d is not clearer each time it was used? Does the use
of "WTO Member" together with "third country" in certain instancesin Articles 12
through 12d of Regulation (EC) No. 2081/92 not suggest that the term "third country”
excludes WTO Membersin those articles? EC

The Panel takes note of the parties' respective views on the meaning of "nationals’ under
the TRIPS Agreement and the Paris Convention. Wthout prgudice to those views, please
explain in detail which nationals should be compared for the purposes of the TRIPS
national treatment obligations, based on the text of the agreement.

Please refer to the quadrant in the third party submission of Chinese Taipel (para. 9).
Both the EC and the US compare an EC national with rightsto a Gl located in the EC.
On the USview, that national should be compared with a US national with rightsto a Gl
located inthe US.  But on the EC view, that national should be compared with a US
national with rightsto a Gl located in the EC. Would it be appropriate instead to
compare all EC nationals with rights to Gls who might wish to register them under
Regulation (EC) No. 2081/92, wherever the geographical areas arelocated, and compare
themwith all USnationals with rights to Gls who might wish to register them under the
Regulation, wherever the geographical areas are |ocated?

More generally, isthere a principle in the TRIPS Agreement that all nationals of one
WTO Member with rights to a particular category of intellectual property, such as Gls,
should be compared with all nationals of other WTO Members with rights to the same
category of intellectual property, unless the text of the agreement indicates that with
respect to particular types of products or other sub-categories, they require particular
treatment? USA, AUS, EC
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Response:

1 Asthe United States understands it, the quadrants referenced by the Panel refer generally
to four situations that might arise with respect to nationals and the protection of geographical
indications: (1) an EC national claiming rightsto a Gl that refersto aterritory in the EC (“EC-
based GI”); (2) anon-EC national claiming rightsto an EC-based GlI; (3) an EC national
claiming rights in a non-EC-based GI; and (4) a non-EC national daiming rightsin anon-EC-
based GI. Graphically, thisis presented in four quadrants as follows:

Gl: EC Gl: Non-EC
National: EC National: EC
1(3
24
Gl: EC Gl: Non-EC
National: Non-EC National: Non-EC

2. Asthe Panel notes, in explaining the national treatment inconsistency, the United States
has often illustrated the problem by comparing the treatment accorded in quadrant 1 — that
accorded EC nationals claming rights in EC-based Gls — to the treatment accorded in quadrant 4
—that accorded non-EC nationals asserting rights in non-EC Gls. Because of the close link
between a Gl and the territory to which it refers,* and asimilarly close link between aterritory
and one' s nationality, it stands to reason that discrimination based on the territory to which the
Gl refers effectively resultsin discrimination based on nationality. Thisisreflected in the
comparison between the treatment accorded in quadrant 1 to the treatment accorded in quadrant
4,

3. This said, and addressing the Panel’ s question, it is appropriate to compare the treatment
accorded to all EC nationals seeking to protect Gls, regardless of location, to all non-EC
nationals seeking to protect Gls, regardless of location, as suggested by the Panel. This
comparison arrives at the same result as that argued by the United States. Thetext of Article 3.1
of the TRIPS Agreement requires the EC to accord to the nationals of non-WTO Members
“treatment no less favorable than that it accords to its own nationals with regard to the protection
of intellectual property.” The question presented by the text, therefore, is whether the EC
accords any treatment to non-EC nationals with regard to the protection of rights in geographical
indications that is less favorable than that accorded to any EC nationals. In other words, is any

! Asthe United States has noted previously, Gls are unique among intellectual property rightsin its close
link to territories and borders. See, e.g., U.S. Response to Panel questions 24 - 27 (July 8, 2004).
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treatment accorded to any non-EC nationals in quadrants 2 and 4 less favorabl e than that
accorded to any EC nationals in quadrants 1 and 3?

4. This question can be refined somewhat, because the most favorable trestment accorded to
EC nationas — and that accorded to most, if not all, EC nationals—isin quadrant 1. That is
because, asthe EC itself admits, the EC nationals in quadrant 2 (those claiming Gls outside the
EC), may face the same obstacles as non-EC nationals claiming Gls outside the EC. Therefore,
the treatment in quadrant 1 is the benchmark — the national treatment — against which treatment
of non-EC nationals must be measured. |f treatment accorded to any non-EC naionals—in
guadrants 2 or 4 — isless favorable than that accorded to any nationals in quadrant 1, then there
isaviolation of the national treatment obligations. It does not matter whether some EC nationals
—those in quadrant 3, to the extent there are any — are al so treated less favorably than the EC
nationals in quadrant 1. Theissue is whether non-EC nationals are accorded less favorable
treatment than that accorded EC nationals, not whether some EC nationals are also unable to get
that same best treatment as other EC nationals?

5. Asthe Panel notes, the EC relies on the existence of quadrant 2 to claim that some non-
EC nationals are accorded the same treatment as EC nationals. But the fact that some non-EC
nationals (however few in number) might be accorded the same treatment as EC nationalsin
quadrant 1 does not detract from the fact that, compared to the non-EC nationals in quadrant 4,
thereisless favorable treatment. A national treatment breach is not cured simply because some
non-EC nationals may be treated the same as EC nationals, or because some EC nationals may be
treated worse than others. That there are situations —in this case, an overwhelming number —in
which the treatment accorded to non-EC nationalsis less favorable than that accorded to EC
nationals is sufficient to establish a national treatment breach.

6. A similar analysis would apply with respect to the Paris Convention national treatment
obligation in Article 2(1), which provides similarly that “[n]ationals of any country of the Union

2 In this connection, as the United States pointed out in its first written submission, at paragraph 76, the

national treatment obligation with respect to goods under Article Il of the GATT 1994 has been found to require
“treatment of imported products no less favorable than that accorded to the most-fovoured domestic products.” U.S.
— Malt Beverages, paras. 5.17, 5.33 (emphasis added). Furthermore, the United States pointed out in the first written
submission, by analogy, that the treatment accorded to the most favored EC nationals is that accorded in quadrant 1.
See U.S. — Section 211, where the Appellate Body found that "as the language of Article 3.1 of the TRIPS
Agreement, in particular, is similar to that of Article 111:4 of the GATT 1994, the jurisprudence on Article I11:4 of the
GATT 1994 may be useful in interpreting the national treatment obligation in the TRIPS Agreement." (para. 242).

3 Similarly, the panel in U.S. — Section 337 concluded that “the ‘no less favorable’ treatment requirement
of Article ll1:4 has to be understood as applicable to each individual case of imported products. The Panel rejected
any notion of balancing more favorable treatment of some imported products against the less favorable treatment of
other imported products. If this notion were accepted, it would entitle a contracting party to derogate from the no
less favourable treatment obligation in one case, or indeed in respect of one contracting party, on the ground that it
accords more favourable treatment in some other case, or to another contracting party. Such an interpretation would
lead to great uncertainty about the conditions of competition between imported and domestic products and thus
defeat the purposes of Article I11.” Panel Report, U.S. — Section 337, para. 5.14 (emphasis added).
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shall, as regards the protection of industrial property, enjoy in all other countries of the Union the
advantages that their respective lavs now grant, or may hereafter grant, to nationals. . .”

7. The Appdlate Body has found less favorable treatment of other WTO Member nationals
under Article 3 of the TRIPS Agreement based on the denial of "effective equality of
opportunities’ to those nationals. In the context of Gls, "effective equality of opportunities’ for
non-EC nationals requires that persons in quadrant 4 be accorded treatment as favorabl e as that
accorded to personsin quadrant 1. The EC GI Regulation denies such treatment. Consider the
simple example of two sets of nationals, one group of EC nationalsin France daiming Gl rights
with respect to ther cheese in a particular region in southeastern France, and one group of Swiss
nationals claiming Gl rights to their cheese over the border in a particular region of Switzerland.
By providing aready avenue for the French nationals to register and protect their cheese Gl in the
EC, but making it considerably more difficult, if not impossible, for those Swiss nationals to
register and protect their comparable cheese Gl, the EC is plainly denying "effective equdity of
opportunities” for those Swiss nationds and according those Swiss nationals less favorable
treatment with regard to the protection of intellectud property than it is according the French
nationals.

8. With respect to the Panel’ s more general quedtion, the text of the TRIPS Agreement is
clear that the Article 3.1 analysis requires comparisons of treatment based solely on nationdity
with respect to “a particular category of intellectud property.” Moreover, nothing in the text of
the TRIPS Agreement suggests that comparisons be made with respect to both nationdity and “a
particular type of products or other sub-categories.” One could read the EC’'s argument as
suggesting just such an analysis, i.e., quadrant 1 (EC nationals with EC-based GIs) can be
compared only with quadrant 2 (non-EC nationals with EC-based GIs), not with quadrant 4 (non-
EC nationds with non-EC-based Gls). Yet thereissimply no basis, textual or otherwise, to limit
the national treatment obligation under TRIPS to this or any other sub-category of a particular
intellectual property. The sameistruefor a TRIPS Article4 analysis.

Q102. Isit safeto assume that persons resident or established in one country to produce
agricultural products or foodstuffs will be considered "nationals' of that country for the
purposes of TRIPS? Why isit, or isit not, safe to assume that applicants for Gls under
Regulation (EC) No. 2081/92 are "nationals' of the country where their GI islocated, for
the purposes of TRIPS? USA, AUS, EC

4 To suggest that one make comparisons based on nationality with respect to different intellectual properties
(e.g., treatment of national A with respect to patents compared to treatment of national B with respect to copyrights)
isnot only illogical, but is also inconsistent with the text and context of TRIPS Article 3. For instance, the second
sentence of Article 3.1 refers to limitations to the national treatment obligation when comparing treatment of
nationals with respect to related rights. The same is true for TRIPS Article 4, in which subparagraphs (b) and (c) of
Article 4 refers to exceptions to the MFN obligation when comparing treatment of nationals with respect to copyright
and related rights. Thus the text and context of both Articles 3 and 4 make clear that any analyses under these
provisions requires comparisons of treatment based on nationality with respect to “a particular category of
intellectual property.”
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Response:

0. Asan initial point, asillustrated above in response to question 101, it is not critical for
the Panel to make afactual assumption that all persons producing Gl products in a country are
nationals of that country. Indeed, it is undisputed that the EC Gl Regulation on its face provides
for different treatment of persons depending on which quadrant set out in response to question
101 they fall in.> Further, it is clear that, under the GI Regulation, there is less favorable
treatment accorded to non-EC nationals in quadrant 4 than is accorded to EC nationalsin
guadrant 1. Consequently, there is a breach of national treatment obligations on the face of the
EC GI Regulation, whether or not one makes assumptions concerning all persons producing Gl
products in a country

10. Thissaid, applicants for aGl Registration are groups of producers and/or processors,
natural persons and legd personsthat apply for registration with respect to agricultural products
or foodstuffs that they produce or obtain within a specific geographic area.® In order to produce
or process agriculturd products and foodstuffs in aparticular geographic area, such persons will
be established in that areaand will have to set up alegd person under the laws of the country in
which they are established and producing agricultural products and foodstuffs.’

11.  Therefore, to the question whether it is safe to assume that such persons, established and
producing agricultural products and foodstuffsin a country, are “nationals’ of that country for
purposes of the national treatment obligation of the TRIPS Agreement and the Paris Convention,
the answer is, generally, yes. First, any real and effective commercial or industrial establishment
in a separate customs territory WTO Member would, under Article 1.3, footnote 1, of the TRIPS
Agreement, be anational of that WTO Member. Second, persons established and producing
agricultural products and foodstuffsin any WTO Member that confers nationality on the basis of
such establishment would necessarily be nationals of that WTO Member. Third, under Article 3
of the Paris Convention, even a national from a non-Paris Union country is treated as a national
for national treatment purposesif it has ared and effective commercid establishment in aParis
Union country. Fourth, asthe EC hasitself noted, for legal persons, a country's“nationals’ are
often defined in terms of where that company isincorporated. Asthe EC hasitself unwittingly
illustrated in its examples of so-called non-EC national s taking advantage of EC Gls, companies
established and producing agricultural products and foodstuffs in a country generally become

> Moreover, the EC has not argued, as indeed it cannot, that there are no persons falling in quadrant 4.
6 Articles 5(1), 5(2) and 12a(1) of the G| Regulation.
" See Article 2, Regulation 2037/93, which states: “Where national law treats a group of persons without

legal personality as a legal person, the said group of individuals shall be authorized to submit an application.”
Exhibit Comp.-2a.
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incorporated in that country and are therefore nationals of that country.® Finally, and as context,
the United States notes that nationals are defined in Article 1.3 of the TRIPS Agreement to
include natural or legal persons that would meet the criteriafor eligibility of protection provided
for in the Paris Convention. Article 10 of the Paris Convention defines “interested parties’ in
indications of source as including those natural or legal entities engaged in production of goods
established either in the locality falsely indicated as the source, or in the country where the false
indication of sourceis used.

12. In other words, it will generally follow as alegal matter that those established and
producing agricultura products and foodstuffs in aMember are nationals of that Member; it also
generally follows as a practical matter. In fact, the United Statesis unaware of any Gl
registrations granted to applications from anon-EC national for the protection of an EC GI. Nor
has the EC provided any such examples. Instead, as noted above, the EC has simply provided
examples of situations in which non-EC nationals have some involvement in companies that are
EC nationds producing EC Gl-protected products. Further, asthe United States has pointed out,
U.S. agricultural land is held almost exclusively by U.S. nationds.®

13. Finally, as noted previously, there is an extremely close fit between adistinction based on
where alegal person is established and producing agricultural products and foodstuffs and a
distinction based on nationdity. The Pand therefore should find that, by discriminating against
those established and producing products outside the EC, the Gl Regulation discriminates against

8 The EC hascited several purported examples of non-EC nationals claiming rights in EC-based Gls.
However, these exampl es confirm the contrary proposition. Inits ora statement at the second meeting, at paragraph
8, the EC cited the examples of Sara Lee, Kraft Foods, and Nestle. Inthe “Sara Lee” example, it is apparent from
the EC’s own Exhibit EC-61 that the transactions did not involve non-EC nationals. Exhibit EC-61 contains the
decision of the Commission not to oppose, inter alia, the acquisition of Al Ponte Prosciutto, S.R.L. by Sara Lee
Personal Products, S.p.A. The EC states in its oral statement that "Sara Lee, alarge US multinational, acquired Al
Ponte Prosciutto, which produces Prosciutto di Parma," citing to Exhibit EC-61. Thisisincorrect. Al Ponte
Prosciutto was not acquired by Sara Lee Corporation, the U.S. parent company of the Sara L ee group. As Exhibit
EC-61 states, Al Ponte Prosciutto was acquired by Sara L ee Personal Products, S.p.A., an Itaian corporation under
common control with Sara Lee Charcuteria SA, a French corporation. Asalegal matter, all companiesinvolved in
the transaction were EC companies and, thus, EC nationals. The “Kraft Foods” example involves, according to
Exhibit EC-62, a company founded in Italy in 1908 by Giovanni Invernizzi. Nothing suggests that this company is
not Italian. In 1985, his son sold the company to Kraft Foods Group, which has an Italian subsidiary. In 2003, the
business of Giovanni Invernizzi'sltalian company was partly sold to Lactalis, a French dairy company, again with an
Italian subsidiary. Nothing suggests that the Italian company somehow became a U.S. national at any point in these
transactions. Similarly, with respect to the “Nestle” example, nothing in Exhibit EC-63 suggests that the salami firm
Vismara, owned by Nestle, and sold to another Italian company, was not a company incorporated in Italy and an
Italian national. Similarly, the EC cited in its second submission, paragraph 46, the example of a Norwegian, Mr.
Larsen, who founded Larsen Cognac House in 1926. As Exhibit EC-36 notes, Mr. Larsen bought the small firm of
Cognac Joseph Gautier and his son took over the firm which, by then, operated under the name Larsen. The firm’s
website indicates that the firm is a French corporation (a societe anonyme) domiciled in Cognac, France. Similarly,
the other examples provided by the EC of companies in the wine sector — a sector not covered by the EC Gl
Regulation — do not support the EC’ s view with respect to any non-EC nationals claiming rightsin EC-based Gls.

® U.S. Opening Oral Statement at Second M eeting, para. 14.
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non-EC nationals.

Q103. The Panel takes note that the EC does not exclude entirely that "under certain
circumstances, measures which are neutral on their face may nonethel ess constitute less
favourable treatment of foreign nationals" and that the EC believes that national
treatment under TRIPS should not overlap with GATT 1994 (EC response to Panel
guestion no. 29, paras 71 and 74). What other considerations are relevant to the
assessment of de facto discrimination under TRIPS? What isthe relevance, if any, of the
fact that the TRIPS Agreement does not contain a general exceptions provision
analogous to Article XX of GATT 1994? USA, AUS, EC

Response:

14.  The United States understands the question as referring to the fact that the two different
“tracks” for registering Gls—the “domestic track” under Article 5 and the “foreign track” under
Article 12 and 12a—do not literally use the words “ EC national” and “non-EC national” to
describe those using each track; and that, similarly, the two separate objection procedures al'so do
not use the words “national” but refer to persons “from aWTO Member” and persons “resident
or established” inaWTO Member. Hence, the measure is arguably “neutral” on its face.

15.  Asaninitial point, it isworth underscoring again that, although the EC GI Regulation
does not use the word “national”, it does provide for different treatment of persons depending on
which quadrant set out in response to question 101 they fall in. Further, there islessfavorable
treatment accorded to non-EC nationals in quadrant 4 than is accorded to EC nationalsin
quadrant 1. Consequently, there is a breach of national treatment obligations, despite the lack of
specific referencesto “nationals”.

16.  Of course, whether there is de facto discrimination depends on the particular measure and
the factsinvolved. In the context of this particular dispute, among the additional factors relevant
to finding inconsistency with the national treatment and MFN obligations under the TRIPS
Agreement and the Paris Convention — despite the lack of the word “nationa” in connection with
the discrimination in the EC GI Regulaion — are that:

(1) Asdiscussed above, it isapparent from the measureitself that there isa very close fit
— and often a compl ete identity — between the criteriafor who qualifies for the “ domegtic
track” versus who qualifies for the “foreign track” and EC nationals versus non-EC
nationals. Although the GI Regulation does not use the terms “EC national” and “non-
EC nationd”, it does everything but. The sameis true of the two tracks for objections:
indeed, asthe U.S. second oral statement noted, the EC itself stated in the preamble to the
amendment to the Gl Regulation last year that the additional track for persons resident or
established in other WTO Members was necessary in order to provide the right of
objection to other WTO Members' “nationals’.* Further, that there may not be a perfect
fit—i.e., that some Stuations might fall within quadrants 2 and 3 in the response to

10 y.s. Opening Oral Statement at Second Meeting, para. 9.



EC - Protection of Trademarks and Geographical Indications U.S. Answers to 2™ Set of Panel Questions
for Agricultural Products and Foodstuffs (WT/DS174 and 290) August 26, 2004 — Page 9

question 101 — does not detract from the national treatment violation.

(2) Indeed, from a practical point of view, it ishard to construct a closer fit between the
distinctions drawn in the Gl Regulation and “nationality”. One possibility would have
been for the EC GI Regulation literally to discriminate based on nationality. But this
would have presented practical difficulties, because the EC has asserted that, under the
TRIPS Agreement, the nationality of a person is determined according to the law of the
country whose nationality is being claimed. Therefore, aliteral distinction in the Gl
Regulation between EC nationals, on the one hand, and non-EC nationals, on the other,
would have required reliance, not on rules set out in the Gl Regulation itself, but on the
laws of the various non-EC countries. By contrast, making distinctions based on where
the person is established and producing agricultural products and foodstuffs — as the Gl
Regulation does — avoids rdiance on the laws of non-EC countries, while nonethel ess
making distinctions corresponding to nationality.

(3) Thereis a close connection between geographical indications, geographic regions, and
the persons established in those regions' — a reputation for products from those regions
often builds up over hundreds of years. For this reason, among others, it is obvious that,
for instance, French nationals have an interest in claiming rights to French-based Gl's, and
U.S. nationals have an interest in claming rightsto U.S.-based Gls. Thisfactisintrinsic
to the very nature of the Gl itself. Predictably, it isalso born out by factual indications
that for instance, in the United States, nationals have an interest in Gls of their own
nationality®? and that agricultural land is 99% owned by U.S. nationals.** Equally
predictably, the only examples the EC can come up with in rebuttal are apparent
examples of EC nationals with some non-EC connectionstaking advantage of EC Gls.**
Therefore, discrimination against those with rights in non-EC Gls equates to

11 Asthe EC itself has noted, "geographical indications are the common patrimony of all the producers of a
certain area, and ultimately of the entire population of that area." First Written Submission of the EC, paragraph
307, 4th bullet point. Similarly, EC Trade Commissioner Lamy, in a speech last year, described the benefits of
geographical indication protection as follows:

the geographical indication is a kind of collective "mark" of the farmers and craftsmen of a region.

It guarantees that the use of a name will remain attached to a region and to the community that saw

its birth.
SPEECH/03/292 Pascal Lamy EU Trade Commissioner Creation of the Organisation Geographical Indications
Network (ORIGIN) Brussels, June 11, 2003 (emphasis added). Exhibit US-49. Similarly, as mentioned in other
U.S. submissions, the preamble to the EC GI Regulation cites the "considerable" benefit to the rural economy by
"improving the incomes of farmers and by retaining the rural population in these areas."

12 See Response of the United Statesto Panel Question 27 (July 8, 2004), para. 55; Exhibit US-43.

1 Exhibit US-72; U.S. Opening Oral Statement at Second Meeting, para. 14.

14 See response to question 104 above, note 8.
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discrimination against non-EC nationals.

(4) After 12 years, there is not a single non-EC-based Gl that is registered in the EC,
compared to over 600 EC-based Gls. Of the over 600 EC-based Gls, the EC to date has
not been able to identify asingle Gl gpplicant who is not an EC national (even thoughit,
and not the United States, has access to all of the relevant registration information).

(5) The Appellate Body has been clear in the analogous context of other national
treatment obligationsin the WTO agreements that the national treatment obligation
covers both de jure and de facto discrimination. One reason isthat, if the obligation were
only dejure, circumventing the obligations would be easy.®> Therefore, the Appellate
Body has been clear about the need for a meaningful analysis of de facto discrimination,
not just de jurediscrimination. Thisis not to say, however, contrary to the EC’ sclaims,
that evidence of actual circumvention is necessary to justify afinding of de facto
discrimination, or that the existence of Article Ill GATT 1994 obligations means that ade
facto analysis under the TRIPS national treatment obligation is unnecessary. To the
contrary, the Appellate Body has been clear in finding that, in the absence of express
language limiting the analysis to de jure discrimination, national treatment obligations are
de facto obligations:*® a Member cannot avoid these obligations by formally neutrd
language.

17.  Asfor the notion that the existence of Article Il of the GATT 1994 somehow eliminates
the possibility of ade facto breach of TRIPS Article 3, thisis plainly wrong. Articlelll of the
GATT 1994 concerns less favorabl e treatment of products based on origin, whereas TRIPS
Article 3 concerns less favorable treatment of persons regarding intellectual property protection
based on nationality. In thecase of Gls, there is astrong link between persons claiming rights
and the goods with respect to which the rights are claimed. According to Article 22 of the TRIPS
Agreement, Gl rights derive solely from the existence of goods that have a* quality, reputation or
other characteristic” attributable to itsterritory of origin. Thus, a Gl right does not exist in the
abstract; it exists solely in connection with goods. To attempt, as the EC does, to divorce the
acquisition of the right from the good that is the subject matter of the right overlooks this feature
of theright. Indeed, given this fundamental aspect of Gls, the EC GI Regulation thus
discriminates against both the goods identified by a Gl and persons with rights to or interest in
those Gls. The EC iswrong to complain about “overlap”: the Regulation ssmply breaches more
than one WTO obligation.

18.  Thelack of ageneral exception like Article XX of the GATT 1994 is not rdevant to
whether there is de facto discrimination under the TRIPS Agreement or to the interpretation of
Article 3 of the TRIPS Agreement. It is, however, reevant to the fact that Article I11 of the

15 Appellate Body Report, EC — Bananas, para. 233; Appellate Body Report, Canada — Autos, para. 142.

16 Appellate Body Report, EC — Bananas, para. 233. It isimportant to note that, by arguing that evidence
of actual circumvention is necessary for a determination of de facto violation, the EC is only confusing the de jure —
de facto distinction with the “as such” — “as applied” distinction.
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GATT 1994 and Artide 3 of the TRIPS Agreement are two separate obligations. The TRIPS
Agreement contains general “security exceptions’ (Article 73), just asthe GATT 1994 contains
“security exceptions’ in Article XX1. Article 3.2 of the TRIPS Agreement also contains limited
exceptions to national treatment as provided for in the Paris Convention, using language directly
analogous to parts of Artide XX(d). This shows that the drafters were able to incorporate Article
XX type approaches where they deemed warranted. That there are no general Article XX
exceptions to TRIPS obligations can only be regarded as deliberate. And while the lack of such
exceptions has no impact on how to interpret the fundamental national treatment obligation
(much less should its absence be read to adopt a narrow reading of this obligation), it does
confirm that any defense the EC might present under GATT Article XX(d) with respect to GATT
violations is not transferrable to violations under the TRIPS Agreement.

19.  Asthe United States has stated on severa occasions, the Panel should not be concerned
by the potential overlap between the TRIPS Agreement and the GATT 1994. Indeed, particularly
with respect to geographica indications, such overlap isto be expected. Any such overlap,
however, does not &fect the analysis of discrimination against nationds under the TRIPS
Agreement. A measure may be simultaneously covered by severd covered agreements —e.g., the
TBT Agreement and Articlelll of the GATT 1994 — without the obligations of each agreement
being narrowed thereby.

20.  Asafina note, it should be no surprise that the GI Regulation isinconsistent with the
EC’ s national treatment obligations under the TRIPS Agreement and the Paris Convention,
considering that the Gl Regulation itself evidences a specific intention in its preamble to protect
EC agricultural production and populationsin rural areasin the EC. Further, such a breach of
national treatment is entirely consistent with the EC’ s long-standing public statements — both to
the complainants and third parties to this dispute and to the WTO Membership at large — that Gl
protection would be made available only to those Members with equivalent Gl systems and
offering reciprocal protection to EC products. In the case of the GI Regulation, the WTO breach
established by the Regulation itself is fully supported by and entirely consistent with the
protectionist structure of the GI Regulation.

Q104. Please provide your interpretation of the term " separate customs territory” asused in
footnote 1 to Article 1.3 of the TRIPS Agreement in accordance with the customary rules
of treaty interpretation. What relevance can be drawn from the fact that the same termis
used in Article XXVI of GATT 1994? USA, AUS, EC

Response:

21.  TheUnited States would like to emphasize as an initid matter that it is beyond dispute
that this footnote defines nationals for at least some WTO Members, and that for those Members,
it is plain that any discrimination based on wherealegal person hasared and effective industrial
or commercial establishment is based on nationality. Thusthe EC Gl Regulation discriminates
based on nationality when it explicitly discriminates in favor of EC nationals and against legal
persons with ared and effective industrial or commercial establishment in those separate
customs territory Members of the WTO.
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22. In response to the Panel’s question, however, under the customary rules of treaty
interpretation "[a] treaty shall be interpreted in good faith in accordance with the ordinary
meaning to be given to the terms of the treaty in their context and in the light of its object and
purpose”.’” A general interpretation of the phrase “ separate customs territory" starts with the
ordinary meaning of the word "territory”, which indicates that the term refers to a defined
geographical area. Theword "customs" indicates that the territory in question is defined by
reference to a unique customs regime applicable in that territory. The United States notes, as part
of the context for interpreting theterm, that Article XX1V:2 of the GATT 1994 definesa
"customsterritory” in similar terms. It states that a "acustoms territory shall be understood to
mean any territory with respect to which separatetariffs or other regulations of commerce are
maintained for a substantial part of the trade of such territory with other territories." (Emphasis
added).

23.  Thefactor that distinguishes one customs territory from another is the maintenance of
"separate tariffs or other regulations of commerce". "Separateness' is, therefore, an intrinsic
feature of a"customs territory”. AstheEC correctly points out, this meansthat every customs
territory is "separate” from every other customs territory. Indeed, most WTO Members are
customs territories that are “ separate” from the customs territory of most other WTO Members.
However, the term as used in footnote 1 of the TRIPS Agreement refers not to “ separate customs
territories’ generally, but to a“ separate customs territory Member of the WTO.” For this reason,
the United States agrees with the EC that the term "separate customs territory Member of the
WTOQ" in footnote 1 of the TRIPS Agreement does not encompass every "customs territory”.
Indeed, Article XXV1:5 of the GATT 1994 is useful to demonstrate the type of distinction that
footnote 1 of the TRIPS Agreement ismaking. Article XXVI:5 refers to a separate customs
territory for whicha GATT contracting party has responsibility and has singled out not to be
covered by that contracting party’' s acceptance of the GATT 1994. These separate customs
territorieswould clearly not be a separate customs territory “Member” of the WTO.

24, Infootnote 1, the reference to "a separate customs territory Member of the WTO”
describes a particular category of WTO Members and seeks to distinguish this category of WTO
Members from some other category of WTO Members. The key to the distinction between the
two categoriesis that WTO Members in the sub-category covered by footnote 1 are all "separate
customs territory Members®. Inidentifying the other category of WTO Members from which the
Members covered by footnote 1 are distinguished, the United States turnsto context. As part of
the context, the United States observes that Article X11 of the Marrakesh Agreement Establishing
the World Trade Organization (*Marrakesh Agreement” or “WTO Agreement”) lays down rules
on accession as a Member of the WTO. The opening clause of Article X1l defines which legal
entities may become WTO Members. It dates:

Any State or separate customs territory possessing full autonomy in the conduct of
its external commercial relations and of the other matters provided for in this
Agreement and the Multilateral Trade Agreements may accede to this Agreement

1 These rules are reflected in Article 31(1) of the Vienna Convention on the Law of Treaties.
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25.  Article XIl, therefore, confirms the two categories of WTO Members. First, there are
"States’. The second category of Members consists of separate customs territories with full
autonomy over external commercial relations and of other matters provided for in the Marrakesh
Aqgreement.

26.  Thereisnothing in footnote 1 that suggests that the expression "separate customs territory
possessing full autonomy in the conduct of its external commercid relations” should apply solely
to only certain separate customs territories fulfilling the autonomy requirements, such as
territoriesthat form a sub-part of a State. Instead, the text of Article XII covers "any"
autonomous separate customs territories, without qualification. Such separate customs territories
may, therefore, form a sub-part of a State or comprise some or all of the territory of several

States. Theissueis simply whether the territory possesses full autonomy in the conduct of its
external commercid relations and of the other matters provided for in the Marrakesh Agreement.

27. In that respect, the United States observes that the EC is not a"State"; however, the EC is
a"separate customs territory possessing full autonomy in the conduct of its external commercial
relations’. The United States, therefore, believes that the EC is a " separate customs territory
Member of the WTQO" rather than a State Member of the WTO for purposes of footnote 1 of the
TRIPS Agreement.

28.  The United States notes, though, that the EC did not accede to the WTO pursuant to
Article XI1 of the Marakesh Agreement. Rather, the EC was an original Member of the WTO
explicitly covered by Articles XI:1 and X1V of the Agreement. The EC’ sintention to be an
origind member was known during the negatiation of the Marrakesh Agreement. ArticlelX:1
and other provisions of the Marrakesh Agreement recognize that the EC would beaWTO
member. Articles XI:1 and XIV do not digtinguish between States and separate customs
territories, as there was no need for these categories in determining rules for original membership
of the WTO. Instead, origind membership was reserved for GATT contracting parties. There
was only a single exception to this and that was for the European Communities. Thus, in
Articles XI:1 and XIV there was no need to describe a dass or category to which the EC
belonged. Instead, the EC could be identified by name as the sole original WTO Member that
was not aGATT contracting party. This does not mean, though, that the EC is not a separate
customs territory Member of the WTO.

29. In particular, thereis nothing in the text of Articles X1:1, XIlI, or X1V to suggest that the
original WTO Members do not fall within one of the two categories of WTO Member described
in Article X11, namely States or fully autonomous separate customs territories. To the contrary,
al the original WTO Members fit easily into one or the other group of Members. It would, in
any event, be curious to interpret Article X1l in such away that an original WTO Member could
not qualify to become aWTO Member.

30.  Accordingly, the United States submits that Article X11 confirms the interpretation of
TRIPS footnote 1 that there are two categories of WTO Member — States and fully autonomous
separate customs territories.
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31.  Thisinterpretation is also confirmed by how footnote 1 isused. Article 1.3 defines
"nationals" for the purposes of the TRIPS Agreement. In that provision, "nationals' are defined
by reference to the scope of protection afforded under various international conventions on
intellectual property. In each of these WIPO-administered conventions, protection is afforded to
persons possessing the nationdity of acountry. Not all WTO Members grant naionality,
however; see, e.g., GATS Article XVIII(k)(ii)(1). For that reason, the TRIPS Agreement hasto
have two definitions of "naionals’. Thefirst definition, in the main text of Article 1.3, appliesto
Members that can confer nationality, as provided for in the list of WIPO-administered
conventions, including the Paris Convention. The second definition, in footnote 1, applies to
separate customs territory WTO Members that cannot so confer nationality.

32.  TheEC acknowledgesthat it cannot grant nationality asit arguesthat, initsview, EC
nationals are nationals of an EC member State. However, asjust explained, the TRIPS
Agreement provides only two definitions of "nationals’. Thereis no third option for the EC
aong the lines the EC envisages. The EC must fall within one or other of the definitions
applicable to the categories of WTO Member identified in TRIPS Article 1.3 and in Article XII
of the WTO Agreement, and it clearly does not fdl within the definition reserved for States.

33.  Theabsurd consequence of the EC’sview that it is not a separate customs territory for
purposes of the TRIPS Agreement, is that the EC has no nationals, and, therefore, has no national
trestment obligations. Such an interpretation of the TRIPS Agreement, rendering inutile for one
WTO Member the fundamentd obligation of national treatment, must be rejected, sinceitis
contrary to customary principles of interpretation of public international law.

34.  Thedrafting history confirms the United States view. First, an "Informal Note by the
Secretariat”, of 7 December 1992, states that the term "national” in various draft texts "entails a
lack of precision, and could engender legal uncertainty, with regard to the legal position of
separate customs territories Members of the MTO." A number of proposals were made for
resolving these difficulties. Among them was the addition of text to the draft TRIPS Agreement.

35. In the TRIPS Agreement, there was a proposal to amend afootnote that had been
proposed in the Brussels draft of the Agreement. That draft included an early version of footnote
1 that applied solely to"Hong Kong". The Secretariat Note proposed extending the footnote
generally to "separate customs territory Member[s] of the MTO". Again, the reason for this
proposal was to resolve the legal difficulty stemming from the fact that certain Members cannot
confer nationality and, therefore, the definition of "national” in Article 1.3 would not apply to
them. Thefinal text of footnote 1 isbased closely on the proposal in the Secretariat Note.

36.  Additiond support for this view of the negotiating history comes from Daniel Gervais
commentary on the drafting history. Gervais states that "[a] footnote was added to deal with
customs territories which may be WTO Members without being states, and hence unable to join
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WIPO-administered treaties."'® This statement again identifies the two categories of WTO
Membership. The text and context of footnote 1 of the TRIPS Agreement, in light of the object
and purpose of the TRIPS Agreement to “reduce distortions and impediments to international
trade, . . . to promote effective and adequate protection of intellectual property rights, and to
ensure that measures and procedures to enforce intellectual property rights do not themselves
become barriersto legitimate trade . . .” for all WTO Members (State or non-State),* therefore,
support the view that footnote 1 applies to the EC, a separate customs territory WTO Member.
Moreover, pursuant to Article 32 of the Vienna Convention, the negotiating history confirmsthis
Interpretation.

Q105. The Panel takes note of the EC's view that it is not a separate customs territory Member
of the WTO within the meaning of footnote 1 to Article 1.3 of the TRIPS Agreement (EC
rebuttal, para. 35).

(@) Which natural persons does the EC consider EC nationals for the purposes of
TRIPS? Arethey also nationals of EC member States?

(b) Which legal persons does the EC consider EC nationals for the purposes of
TRIPS? Arethey also nationals of EC member States? EC

Q106. What are the nationalities of the applicants for Glsregistered under Regulation (EC) No.
2081/92? Have there been any applicants who were not nationals of the EC member
Sate in which the rdevant Gl was located? Please supply details of any that were not,
and the relevant Gls. To the extent that you are aware of the nationality of persons other
than the applicants who use a Gl in accordance with its registration, please supply the
same information. EC

Q107. The Panel takes note of the examples of foreigners and foreign companies which have
invested in Europe (EC rebuttal, para. 46 and Exhibits EC-36 to EC-39; EC second oral
statement, para. 28 and Exhibits EC-61 to EC-63). Isthe Larsen firma French
company? Have Suntory Limited, E & J Gallo and the Robert Mondavi family formed
subsidiaries, joint ventures or other entities under the laws of France and Italy to invest
in those wine estates? Did Sara Lee, Kraft Foods and Nestlé purchase companies formed
under the law of an EC member Sate?

The Panel takes note that the EC argues that the possibility that these foreign nationals
formed legal persons under thelaws of an EC member State is not attributableto
Regulation (EC) No. 2081/92 (EC second oral statement, para. 30). Isit appropriate to
exclude such other factors from an examination of the WTO-consistency of the

8 Gervais, The TRIPS Agreement, Drafting History and Analysis (Second Edition). Sweet and Maxwell,
London, 2003, p. 88. As Gervais notes, post-TRIPS WIPO Treaties allow certain intergovernmental organizations to
adhere, but this was not true of the WIPO treaties referenced in Article 1.3 of the TRIPS Agreement with respect to
the definition of “nationals”.

19 see first paragraph of the preamble of the TRIPS Agreement.



EC - Protection of Trademarks and Geographical Indications U.S. Answers to 2™ Set of Panel Questions
for Agricultural Products and Foodstuffs (WT/DS174 and 290) August 26, 2004 — Page 16

Regulation? Does the EC submit that the Panel should "pierce the corporate veil" and
refer to ownership and control to determine nationality for the purposes of TRIPS? EC

Q108. Article 13 of Regulation (EC) No. 2081/92 provides certain protection for registered
names. Please explain the practical operation of this article with respect to products,
including the types of orders which may be made under Article 13(1) and the
conseguences of Article 13(2). How would they affect imported products? How would
they provide less favourable treatment to imported products? USA, AUS

Response:

37.  The United States does not fully understand this question, as Article 13(1) does not refer
to “orders’. In addition, the United States understands that the reference to Article 13(2) should
beto Article 13(3). The United States assumes that this question refers to any orders, including
by EC member State institutions, that may be used to protect registered names as provided in
Article 13.

38.  With this understanding, products whose names the EC registers under the GI Regulation
benefit from numerous competitive advantages that have been detailed in the U.S. submissions,
oral statements and answersto questions. These advantages include the ability to be
distinguished in the market-place — through an EC-sanctioned mechanism — as products with
special characteristics or other qualities attributable to their geographicd origin. Those products
—and only those products— may also be accompanied by an official EC “symbol” or “logo”
informing the consumer that the product is aregistered GI.*° Asthe relevant EC regulation
explains

[t]he logo will allow producers of food products to increase awareness of their
products among consumersin the European Union. . . The presence of thislogo is
agenuine guaranteefor all European consumers, making it clear that the special
nature of this product lies in its geographicd origin. Because of this, products will
inspire more confidence. As producers, the logo provides you which [sic] a
marketing tool. You will be able to put the logo on the labels or packaging of
your products, and also useit in your advertising.

39. Further, the registered names of those products are reserved for the use of those registered
products, and, indeed, other products will be barred from being accompanied by any name that
even evokes the registered name, even if there is no risk of consumers being misled.?? Those
products whose names are registered under the Gl Regulation are protected in the marketplace
againg a broad range of competing uses of hames or descriptions, which arelaid out in Article
13. Consequently, the kinds of orders that might be issued pursuant to Article 13(1), and more

2 Article 5a of Commission Regulation 2037/93, p. 5. Exhibit COMP-2.a.
2L Annex | of Commission Regulation 2037/93. Exhibit COM P-2.a.

2 Article 13(b) of the GI Regulation.



EC - Protection of Trademarks and Geographical Indications U.S. Answers to 2™ Set of Panel Questions
for Agricultural Products and Foodstuffs (WT/DS174 and 290) August 26, 2004 — Page 17

particularly by judicial and administrative authoritiesin EC member States that implement
Article 13, would be to prevent all other products from being promoted — or sold accompanied by
names or labels — using the names or words that are deemed to fall within the scope of protection
offered by Article 13(1).

40.  But imported products do not have access to this system of protection on the sameterms
as EC products. Indeed, as presented by the United States throughout this dispute, the EC Gl
Regulation erects prohibitive barriers to access to this system of Gl protection for non-EC
products. Thus, imported products are affected in a least two ways. First, they, unlike their EC-
origin “like” counterparts, cannot benefit from the coveted registered Gl status, cannot use the
officia “logos’ and cannot benefit from the competitive advantages that the EC Gl Regulation
bestows on Gl products. This amounts to less favorable treatment of imported products
compared to their “like” EC counterparts.

41.  Second, theimported products are at an affirmative competitive disadvantage vis-a-vis
their European competition in cases where any name, product description, or descriptive labeling
that is an important selling point for the imported product is deemed to fall within the ambit of
“protection” afforded to the protected EC product under Article 13(1). Thus, under Article 13(1),
an EC member Statejudicial or administrative body might issue an order that an imported cheese
product be stripped of any mention of a recognized descriptive term for that cheese becauseit is
deemed “evocative” of the name of the protected EC cheese. In sum, due to the lack of ability to
object to the registration of the EC product’s name, and the lack of ability of the imported
product to benefit from the protections of registration itself, this situation, too, anounts to less
favorable treatment of imported products.

42.  The consequence of Article 13(3) of the GI Regulation is to enhance this competitive
edge bestowed on products that benefit from Gl satus. The names used to promote and sell
imported products that do not benefit from Gl status — names which might communicate a
specia characteristic of the product — could become generic, meaning that they could become the
“common name” for the product, thereby losing their status as a source identifier. Names of
products benefitting from Gl status cannot lose this status. This also means that an imported
product might be blocked from being identified using what would normally be a“generic”
description for the product, essentially reserving to the Gl product generic terms tha accurately
describe a product to the consumer. The inability to identify imported goods to consumers by
their common name— reserving that name to particular Gl products— accords less favorable
treatment to those goods.

Q109. Leaving aside the rights conferred by Article 13 of Regulation (EC) No. 2081/92, the
complainants refer to the "intent and the effect of the Regulation”, the " perceived”
advantages of registration and the benefits " claimed by the EC" to be gained from
protection under the Regulation (USfirst written submission, paras 61-62; Australia’s
first written submission, para. 197 and USand Australia’s respective responses to Panel

2 Article 3(1) of the GI Regulation.
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guestion no. 32). On what basis do the complainants argue that the aims and effects of
the EC measure are relevant to ascertaining less favourabl e treatment within the
meaning of Article 111:4 of GATT 1994? USA, AUS

Response:

43. TheUnited Statesis not using the “aim and effects’ of the EC measure to determine
whether there is less favorable treatment under Article 111:4 of the GATT 1994. Theless
favorable treatment accorded imported products is apparent from the measure itself, and the
obligation isfully articulated in Article 111:4. However, as the United States has noted
throughout this proceeding, the EC itself emphasizes the significant competitive and other
advantages being bestowed on persons and products that can benefit from Gl protection under the
Gl Regulation, yet both the EC (in public and private statementsto WTO Members) and the
Regulation itself make clear that there are substantial — often insurmountable — obstacles to non-
EC persons and products benefitting from these competitive and other advantages. Further, the
preamble to the Regulation highlights the role of the Regulation in promoting EC productswith
certain characteristics, which are of “considerable benefit” to the EC rurd economy and
highlights the importance of the role that production, manufacture and distribution of agricultural
products and foodstuffs play in the Community economy. The EC has noted that Gl protection
for its products and persons are particularly important as agricultural subsidies are phased out.
And of course, not asingle non-EC-based Gl has ever been registered, compared to the over 600
EC-based Glsthat have been registered. Taken together, this evidence is avirtual admission by
the EC that the EC GI Regulation does not provide the same access to these benefits to non-EC
products and nationals as it providesto EC nationals and products. Further, this evidence hdps
clarify the factual question of the meaning of the various provisions of the EC Gl Regulation, and
how it operates.

44, Inlight of this evidence, it should come as little surprise that the EC GI Regulationisin
breach of the EC’s nationd treatment obligations under the TRIPS Agreement, the Paris
Convention, and the GATT 1994, alegal conclusion that is apparent from the EC Gl Regulation
itself. More generally, the United States notes that, as the Appellate Body has said, “[t]he broad
and fundamental purpose of Articlelll isto avoid protectionism in the application of internal tax
and regulatory measures.* The Appellate Body has also noted that Article 111:1, in which the
Membersrecognize that internal regulations and requirements such as those a issue here “ should
not be applied to imported or domestic products so as to afford protection to domestic
production” informs and provides part of the context of all of Articlelll.

Q110. Doesthe EC contest that, to the extent that Regulation (EC) No. 2081/92 provides Gl
protection for EC nationals and is a law affecting EC products, Gl protection for other
WTO Member nationals and imported products solely through other laws, such as
labelling and unfair competition, would be less favourable treatment? EC

Q111. Doesthe EC conted that national treatment and MFN obligations under TRIPS apply to

2 Appellate Body Report, Japan — Alcohol, p. 16.
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TRIPS-plus protection, and apply to Regulation (EC) No. 2081/92 even to the extent that
it does not merely implement the EC's obligations under Article 22?7 EC

Q112. The Panel takes note that the Commission has not recognized any country under Article
12(3) of Regulation (EC) No. 2081/92 (EC response to Panel question no. 10, para. 22).
Is the Commission obliged to recognize any country that satisfies the conditions set out in
Article 12(1)? USA, AUS, EC

Response:

45, It appears that the Commission is so obliged. Article 12(3) of the GI Regulation requires
the Commission, upon request, to examine whether athird country satisfies the conditions set out
inArticle 12(1), i.e., “[tJhe Commission shall examine. ..” Where those conditions are satisfied,
it appears that the Commission would have to make an affirmative decision to that effect, and
that, following that decision, the registration procedures set out in Article 12a“shall apply.”

Q113. The EC argues that there must be a substantive difference between two provisions
governing the registration of Glsin order for one to entail less favourable treatment (EC
second oral statement, para. 40). What is a "substantive" differencein this sense? Does
the EC allege that there is a de minimis standard for less favourable treatment under
TRIPSor GATT 19947 Isa simple difference in language insufficient to establish
different treatment? EC

Q114. With respect to registration applications under Article 12a(2) of Regulation (EC) No.
2081/92, a third country must verify that the requirements of the Regulation are satisfied
before it transmits the application:

(@ to what extent is this designed to confirm the protection of the Gl in its country of
origin in accordance with Article 24.9 of the TRIPS Agreement, and to what extent does
it respond to other objectives?

(b) isthis additional to the requirement that a registration application transmitted to
the Commission must be accompanied by a description of the matters set out in Article
12a(2)(a)?

(© does the Commission also examine whether the application satisfies the
conditions for protection under Article 12b(1)(a)? How is this examination different
from the verification by the third country? EC

Q115 With respect to objections under Article 12b(2)(a) of Regulation (EC) No. 2081/92, what
is an objection that "comes froma WTO Member"? With respect to objections under
Article 12d(1) of the Regulation, what is the meaning of a person who "isfroma WTO
Member"? Do they both refer to the place of residence or establishment of the person
who wishes to object? Must objections under both provisions be sent to the country in
which the person resides or is established? EC

Q116. To the extent that certain responsibilities under Articles 12a and 12d(1) of Regulation
(EC) No. 2081/92 are borne by non-EC WTO Members:
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@ how is the EC satisfied that every other WTO Member has the authorization to
carry themout? (Pleaserefer to Brazl's response to Panel third party question no. 1)
(EC second oral statement, paras. 72-77).

(B) if other WTO Member gover nments lack authorization to carry them out, can they
be carried out by the EC instead?

(© to what extent does the EC itself accord no less favourable treatment to the
nationals of other Members, and to what extent do other WTO Members share the
implementation of that obligation? Can a Member delegate the implementation of WTO
obligations to other Members with or without their prior consent?

(d) to what extent has the EC accorded certain treatment to the nationals of other
WTO Members rather than to the gover nments of those other WTO Members? EC

Q117. The Panel takes note of the EC's response to Panel question no. 8 concerning the
meaning of "third country” and seeks clarification as to whether "third country” as used
in Article 12(2) of Regulation (EC) No. 2081/92, includes WTO Members. If so, why does
the "without prejudice” clausein Article 12(1) form part of the context of Articles 12(1)
and (3) but not Article 12(2)? If not, where does the Regulation cover identical Gls from
the EC and other WTO Members? EC

Q118. The Panel takes note that, in Australia's view, the identical Gl labelling requirement
would not beinconsistent with Article 2.1 of the TBT Agreement if it was applied to both
EC and imported products according to date of registration, not origin. (Australia's
response to Panel question no. 53). Evenif Article 12(2) does not apply to EC products
aswell asimported products, does the Commission have the discretion to apply the same
requirement according to the date of registration to EC products under Article 6(6) in
order to ensure that the identical labelling requirement is applied to the later Gl
irrespective of the origin of the products? USA, AUS, EC

Response:

46.  Thereisnothing in Article 6(6) that would permit the Commission to import the
requirement of Article 12(2) into Article 6(6). In Article 6(6), the requirement is that the use of
registered homonymous name “ be subject to there being a clear distinction in practice between
the homonym registered subsequently and the name already on the register”, subject to certain
equitable requirements. Consequently, the proposed use of an EC-based homonym that gives
rise to such a*“clear distinction in practice’ —and does so without using an indication of country
of origin —would have to beregistered. By contrast, a non-EC-based homonym that similarly
givesriseto a“clear distinction in practice” without using an indication of country of origin,
would, nevertheless, under Article 12(2), have to accompanied by a country of origin.

Q119. What is the difference, if any, in the meaning of the word "homonymous" as used in
Article 6(6) of Regulation (EC) No. 2081/92 and "identical" as used in Article 12(2)?
Why does the EC consider that homonyms are covered by the word "identical” in Article
12(2) (EC responseto Panel question no. 43)? EC
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Q120. The Panel takes note of Australia's confirmation that the only less favourable treatment
under theidentical Glslabeling requirement is relabelling costs (Australia's response to
Panel question no. 52). Would imported products haveto be relabelled? Would existing
marks of origin satisfy this requirement? What does "clearly and visibly indicated"
mean? AUS, USA, EC

Response:

47.  Therequirement of Article 12(2) that Gls for imported products, but not for domestic
products, must be accompanied by a clear and visible indication of country of origin on the label
isnot smply alabeling cost issue. This requirement provides less favorable treastment to non-EC
nationals and productsin part because the non-EC Gl, unlike the EC Gl, is being burdened by an
additional labeling requirement that isin the nature of a qualifier that detracts from the value of
the Gl —that is, in the case of two homonymous Gl s, the EC-based GI will be known purely by
that GlI, while the non-EC product’ s homonymous GI will be qualified by a country of origin,
implying that it is something other than the “true” Gl. Whether the imported products have to be
“relabelled” or not would, of course, depend on how the products were first labeled. The fact
remains that this requirement constitutes an additional burden on foreign products and foreign Gl
holders that is not faced by EC products and Gl holders. The United States does not believe that
existing marks of origin requirements in the EC would satisfy this requirement. “Clearly and
visibly indicated” means, in the U.S. view, that the consumer is made aware that this Gl has a
stature that is different from EC-based Gls.

Q121. The Panel takes note that Australia refersto Article 6(6) of Regulation (EC) No. 2081/92
asthe parallel provision to Article 12(2) (Australia's rebuttal, paras. 65-66). Does
Australia wish the Panel to address alleged discrimination arising from differences
between these two provisions? What is the less favourable treatment? AUS

Q122. Pleaseréefer to the phrase "labeling requirements as they apply to a product” asused in
the definition of "technical regulation” in Annex 1.1 of the TBT Agreement.

@ The EC argues that the"origin of a product is different from the product itself"
(EC response to Panel question no. 50). However, as the EC acknowledges, the origin of
a product may confer specific characteristicson it. Thisis consistent with the definitions
of designation of origin and geographical indication in Article 2 of Regulation (EC) No.
2081/92, which provide that "the quality or characteristics of the product ... are
essentially or exclusively due to a particular geographical environment ..." and that the
product "possesses a gecific quality, reputation or other characteristics attributable to
that geographical origin ...". How thenistheorigin of a product entitled to bear a
registered Gl different from the product itself? EC

(b) What is the meaning of the words "as they apply to" as used in this part of the
definition? Do they refer to the application of labelling requirements to the
characteristics of a product, or to the product itself, or both? AUS, EC

Q123. Doestherequirement to display a country of origin on a label under Article 12(2) of
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Regulation (EC) No. 2081/92 constitute a mark of origin covered by Article IX of GATT
1994? AUS, EC, US

Response:

48.  Article 12(2) of the Gl Regulation is not ageneral country of origin marking requirement:
it is a specific labeling requirement imposed with respect to geographical indications which, as
discussed above in response to question 120, burdens non-EC Glsto the disadvantage of non-EC
products and persons. This requirement is above and beyond any other general country of origin
marking requirement that may apply to all agricultural products and foodstuffs, and the EC has
not argued that the requirements of Article 12(2) are met through any general country of origin
marking requirements. Contrary to the EC’s claims, there is nothing in Article I X of the GATT
1994 that exempts such a requirement imposed with respect to Gls from national treatment
obligations under Article Il of the GATT 1994.

Q124. The definition of "technical regulation” in Annex 1.1 of the TBT Agreement expresdy
encompasses "marking or labelling requirements as they apply to a product, process or
production method". Are marks of origin and labels of origin covered by Article I X of
GATT 1994 excluded from the scope of the TBT Agreement? Why did the negotiators not
explicitly carve them out of its scope? Can a line be drawn between marks of origin that
fall under the TBT Agreement and those that do not? What are the systemic
consequences for marks of origin if they all fall within the scope of the TBT Agreement?
AUS, EC, USA

Response:

49, In this dispute, the United States is not challenging any EC general mark or label of origin
requirements. Presumably the EC general mark or label of origin requirements would already
apply separately to the types of products that may bear geographical indications, and the
application of these requirements would be independent of the geographical indication. Asa
result, this dispute does not present the systemic questions posed in the Pand’ s question and the
United States is not seeking that the Panel make findings with regard to thisarea. Rather, this
dispute involves a specific requirement imposed on imported products in connection with the use
of geographical indications. The specific requirement is an additional requirement for non-EC
products to be able to use a geographical indication that does not apply to EC products. The
additional requirement is all the more confusing since geographical indications by their very
nature concern indicating the particular geographica origin of products. The EC requirements
for labeling geographic indications are mandatory |abeling requirements that come within the
scope of the TBT Agreement.

Q125. To what extent would any less favourable treatment under Article 2.1 of the TBT
Agreement have to be determined in light of the regulatory objective a Member istrying
to pursue under Article 2.2? AUS, EC

Q126. With respect to Article 10(3) of Regulation (EC) No. 2081/92:

@ the first indent sets out certain requirements for designated inspection authorities
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and/or approved private bodies. Do these apply to all countries whose Gls are protected
under the Regulation, including non-EC member States?

(b) the fifth indent appears to refer only to EC member States and third countries
recognized pursuant to Article 12(3). Where does the Regulation refer to the applicable
standard for WTO Members not recognized pursuant to Article 12(3), whose
requirements private bodies must fulfil for approval purposes?

(©) the fifth indent refersto "[t] he equivalent standard or the applicable version of
the equivalent standard”. What equivalent standard has been established for Gls for
areas located in WTO Members which do not satisfy the conditions of equivalence and
reciprocity in Artice 12(1)? What are thecriteria for establishing that standard? Isit a
matter of determining what is "equivalent” to standard EN 450117 Or isit a matter of
determining what standard would fulfil the objectives of the Regulation in the light of
each third country's own circumstances and conditions? EC

Q127. Article 12a(2)(b) requires a declaration by a third country government that the structures
provided for in Article 10 are established on itsterritory. Article 10(2) refersto
inspection authorities and/or private bodies approved for that person by the Member
Sate and Article 10(3) provides that where they outsour ce they continue to be
responsible vis-a-vis the Member Sate for all inspections. What is the exact nature of the
role that third country governments must play in the creation and maintenance of the
inspection structures that are called for under Article 10? EC

Q128. Inthegoodsarea, it is not uncommon that importing country gover nments designate, or
require the accreditation of, the bodies which exporters may use in the territory of the
exporting country in order to determine compliance with product requirements. To what
extent does the EC actually give the USand Audralia more, rather than less, flexibility
by allowing the US and Australian gover nments themsel ves to designate the bodies that
may participate in the inspection process? Can the USand Australia elaborate on the
reasons for which they consider governmental involvement problematic? USA, AUS

Response:

50.  The starting point with respect to regulatory requirements for products in the goods area
is generally that the imported product must undergo the same procedures to determine
compliance with regulatory requirements in the importing country as do the domestic products of
the importing country. Normally thiswill mean that the imported product will be inspected in
the importing country. However, Article 6 of the TBT Agreement provides for the acceptance of
the results of conformity assessment procedures in other countries. In keeping with Article 6, the
importing country may, as the Panel suggests, accept the results of conformity assessment
procedures conducted in the exporting country, and for this purpose may designate conformity
assessment bodies in the territory of the exporting country, enter into mutual recognition
agreements, or permit conformity assessment bodies in another Member to participate in their
own conformity assessment procedures.
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51. TheEC GI Regulaion, by contrast, does not make its inspection process available to
imported products at al. This presents an immediate national treatment problem. And it does
not compensate for this deficiency by designating bodies in the territory of the exporting country
that can determine compliance with the EC’ s requirements. The requirements of the EC Gl
Regulation are, therefore, very different from those that are not uncommon in the goods area, and
favor domestic products over foreign products.

52. In addition, there is a significant difference between imposing requirements on persons
hoping to have their Gls registered and protected in the EC, on the one hand, and imposing
requirements — including particular domestic i nspection structures — on their sovereign
governments, on the other. The former situation is anticipated with respect to the protection of
intellectual property rights, which, as the TRIPS Agreement explicitly recognizes, are private
rights. The United States has noted that both it and the EC, for instance, require that collective
mark owners satisfy certain requirements in order to register their marks. The imposition of
requirements on rightholdersis al so reflected in the nature of the national treatment and MFN
obligations in the TRIPS Agreement and the Paris Convention, which require no less favorable
treatment of nationalswith regard to the protection of intellectual property rights, and not no less
favorable treatment of WTO Members.

53. By contrast, imposing a requirement on sovereign WTO Membersto put in place certain
inspection structures dictated by the EC as a condition for their national s to obtain protection for
their Glsin the EC accords less favorabl e treatment to those nationals than to EC nationals. EC
national s have the direct means, provided under the Gl Regulation itself, in light of the already
established infrastructure of the European Union, to register and protect their Gls. Non-EC
nationals do not, and can only achieve those means if their governments decide to adopt the EC-
style inspection structures.®

54.  Therefore, it dso cannot be said, as between two systems:

(a) onein which the rightholder isitself in a position to satisfy the requirements of the Gl
Regulation directly; and

(b) onein which the U.S. government is required to put in place certain inspection
structures, approve inspection bodies within that structure, and have the inspection bodies

% |t isworth recalling once again that while the EC attempts to label the requirement that foreign sovereign
countries establish EC-like inspection structures as a “product-specific requirement”, thisisinaccurate. The EC’s
requirement has nothing to do with the product and whether a particular product meets the EC substantive criteria for
Gl status. Instead, an inspection structure must be established by a foreign government if any product from that
country is to be protected in the EC under the Gl Regulation. Thisis arequirement of all products seeking
protection in the EC. The EC attempts to confuse the distinction between a substantive product-specific requirement
(e.g., that an indication identify a good originating in a territory where a given quality, reputation or other
characteristic is attributable to that territory) and this overarching procedural requirement by claiming that different
inspection bodies might be used to determine compliance of different products with these product-specific
requirements. It should be clear to all, however, that these inspection bodies are not the inspection structures
themselves (rather, they make up a part of a structure), nor are the bodies a part of the product-specific requirements
(rather, they merely determine whether such requirements are met).
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be responsible to the U.S. government for those inspections — all of which must satisfy
the EC’ sidea of an appropriate inspection structure, as set out in Article 10 of the EC Gl
Regulation;

that the latter system affords the U.S. government more “flexibility” than the former.

55.  The same considerations apply with respect to the obligations under Article Il of the
GATT 1994, for the reasons elaborated in the U.S. submissions and oral statements. If aWTO
Member does not or cannot establish the EC-dictated inspection structures under Article 10 of
the GI Regulation, a product from that WTO Member that has all the necessary product-specific
characteristics attributable to origin required by the EC GI Regulation will nevertheless not be
accorded Gl status, while its corresponding EC “like” product will be accorded that status. This
constitutes |ess favorable treatment of like products.

56.  Two other points are worth noting. First, the EC is not allowing the US and Austrdian
governments themselves to designate the bodies that may participate in the inspection process.
Thiswould be adifferent caseif the EC imposed requirements on the rightholder, but then
“allowed” the United States under the Regulation to fadilitate the rightholder’ s ability to satisfy
those requirements. But the GI Regulation does not “allow” the United Statesto do so; it

requires that the United States establish certain inspection structures, to approve inspection
bodies under that structure, and to remain responsible for those inspection bodies; and all of these
structures and bodies must conform to the EC’ s idea of what a good inspection structureis, as
required by Article 10 of the EC GI Regulation.

57.  Second, the EC is not permitting the United States to make its own determination as to
the sufficiency of the inspection structures and the inspection bodies instead of the EC doing so.
Setting aside the question of whether the United States participation is optional (it is not), the
EC isin no sense shifting the ability to designate appropriate inspection bodies from the EC to
the United States. Although the EC GI Regulation requires the United States Government to
establish the EC’ s inspection structures and to designate inspection bodies that satisfy the EC’'s
requirements, thisis only the threshold requirement for presenting an application under Article
12a of the Gl Regulation. The EC then, under Article 12b of the Regulation, makes its own
determination as to whether the request “contains all of the necessary elements’.

58. In other words, having forced other sovereign WTO Members to themsel ves meet the
requirements of the Article 10 inspection structures, the EC reservesto itself the power to decide
that those inspection structures, including any inspection bodies approved by the WTO Member,
areinadequate. The EC isin no sense, therefore, “dlowing the US and Australian governments
themselves to designate the bodies that may participate in the inspection process’. By retaining
ultimate authority to approve or reject another sovereign country’ s decisons, it isclear theEC is
not providing flexibility, but isinstead unilaterally attempting to subordinate sovereign countries
to its authority with respect to GI protection. While the EC is able to do this with respect to the
EC member States, it has no basis for doing this with other sovereign countries of theworld. In
this connection, the United States wondersif the EC would accept if the United States required
the EC to adopt a particular inspection structure in order to have its Gls protected in the United
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States. An approach of “dueling inspection requirements’ could very quickly cause any system
for Glsto break down.

59.  TheUnited Statesrefersto its oral statements at the second meeting and to its first and
second submissions for further details concerning why requiring that other WTO Members
establish particular inspection structures is not appropriate and isin no sense “ necessary”.

Q129. The Panel takes note of the USarguments on inspection structures (USrebuttal, paras
46-48 and 89-93; US second oral statement paras 21-27). What aspects of government
involvement in inspection structures do you allege constitute less favourabl e treatment
for foreign nationals? What aspects do you allege constitute | ess favourabl e treatment
for imported products? |sthere less favourable treatment where such structures already
exist? USA

Response:

60. Requiring that WTO Members establish particular inspection structures, approve
inspection bodies, remain responsible for those bodies, and satisfy all of the requirements for
those bodies and structures as set forth in Article 10 of the Gl Regulation — all as a precondition
for nationals to protect their Glsin the EC and for non-EC products to benefit from Gl status —
resultsin less favorable treatment for non-EC nationals and non-EC products.

61. It does not matter, from the perspective of the national treatment obligation, whether
some countries may have EC-compliant inspection structuresin place. The fact that some
nationals and products may have overcome the significant extra barriers to entry put in place by
the EC does not mean that those significant extra barriers no longer constitute “less favorable
treatment” of non-EC nationals compared to EC nationals. Further, thefact that some countries
can meet the EC’ s requirements means that their nationals and products are being granted
advantages, favors, privileges, and immunities that are not being accorded to nationals and
products of all WTO Members, which is abreach of MFN obligations.

Q130. Other than governmental involvement in the inspection structures, what aspects of the
inspection structures do the USand Australia find problematic? USA, AUS

Response:

62.  Because of the nature of the obligation in Article 10 for inspection structures, it is not
possible to separate the requirement that the government establish particular inspection systems
from other aspects of the inspection sysems. Asthe United States has said, however, itis
appropriate for the EC to require assurances with respect to the integrity of the geographica
indication, and both the EC and the U.S., among other WTO Members, have such requirements,
for instance, with respect to collective marks.

Q131. Which EC Directives govern conformity assessment to EC technical regulationsin the
goods area? To what extent do those Directives require foreign governmental
involverment in the designation/approval of conformity assessment bodies, when mutual
recognition agreements in the conformity assessment area do not already exist? EC
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Q132.

Q133.

Q134.

Q135.

Q136.

The Panel takes note of the EC's examples of flexibility in the design of inspections
structures (EC rebuttal, para. 104 and Exhibit EC-48). Do these examples all relate to
the nature of the inspecting authority? Who determines what constitutes an appropriate
ingpection for each product, and on the basis of what criteria? EC

The Panel takes note that Australia argues that the product specification requirements set
out in Article 4(2) of Regulation (EC) No. 2081/92 include "product characteristics', in
particular subparagraphs (b) and (e). (Australia'srebuttal, paras 197 and 204) If the
inspection structures are designed to ensure that the product specifications under Article
4 of the Regulation are fulfilled, how can they be a technical regulation and not a
conformity assessment procedure? AUS, EC

The Panel takes note of the EC's response to Panel question no. 61, in particular
regarding the Pand's terms of reference. However, does the EC contest that a
"conformity assessment procedure” within the meaning of the TBT Agreement assesses
conformity with a "technical regulation” or "standard" within the meaning of the TBT
Agreement? If not, then can the EC complete its analysis and explain whether the
inspection structures of Regulation (EC) No. 2081/92 assess conformity with each
individual product specification referred to in Article 4 of the Regulation for a registered
name, and that those specifications therefore would constitute a "technical regulation”
within the meaning of the TBT Agreement? EC

The EC invokes Article XX(d) of GATT 1994 as a defence to the national treatment and
MFN claims with respect to third country governments' verification and transmittal of
applications, theidentical Gls labelling requirement and inspection structures
requirement. The EC alleges that these requirements are "necessary" to secure
compliance with Regulation (EC) No. 2081/92 or to attain the legitimate objectives of the
Regulation (EC rebuttal, paras 228-242, paras 263-265; EC second oral statement,
paras 132-135):

@ what isthe "measure" necessary to secure compliance with laws or regulations
within the meaning of Article XX(d) in each case? What are the laws and regulations
with which each one secures compliance? Arethe "measures’ separate from the laws or
regulations?

(b) can a measure that secures compliance with the "objectives' of a regulation,
rather than a regulation itself, satisfy Article XX(d)?

(© in what sense does each of these measures "secure compliance” with laws or
regulations? Are they enforcement mechanisms?

(d) how are the laws and regulations with which each measure secures compliance
not inconsistent with the GATT 1994? EC

With respect to the issue whether the measures are necessary to secure compliance, and
without prejudice to the WTO-consistency of any alter native measures:
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Q137.

€)) isthe requirement that a third country government verify applications
"necessary” to secure compliance in cases where an applicant itself is able to prove that
a Gl isprotected in its country of origin, for example, by submitting an authenticated
copy of a registration certificate?

(b) isthe requirement that a third country government verify applications
"necessary" to secure compliance in cases where the third country has no registration
system for Gls or where determinations that a Gl is protected under unfair competition
laws are only made by the judicial branch of government after litigation?

(© isthe requirement that a third country government transmit applications
"necessary” to secure compliance in cases where an applicant itself is able to send an
application to the Commission?

(d) why does a third country government need to verify whether the person objecting
isresident or established in thethird country? Why does the Commission need consult
with the third country if the statement of objection is admissible? (EC response to Panel
guestion no. 34).

(e isthe identical Glslabelling requirement "necessary” to secure conpliance in
cases where thereisalready a clear distinction in practice in the usual presentation of
the relevant products without clearly and visibly displaying the country of origin?

0] Is the requirement that a third country government designate inspection
authorities "necessary" to secure compliance in cases where the Commission could
designate themin third countries (see US second oral statement, para. 53)?

(9) Is the requirement that a third country government declare that inspection
structures are established on itsterritory "necessary” to secure compliance in cases
where an applicant could arrange for independent inspection structures to be put in
place in respect of a specific product (see US second oral statement, para. 53)7?

(h) how is the requirement that a private inspection body continues to be responsible

vis-a-vis a third country government "necessary" to secure compliance in cases where the
EC could conduct its own inspections of foreign Gls (see US second oral statement, para.
53)?

(1) how is the requirement that the inspection authorities and/or private bodies have
permanently at their disposal saff and resources necessary to ensure that all products
bearing Gls comply with the product specificationsin their registrations? (see Australia's
rebuttal submission, para. 217). EC

The Panel takes note of the EC's view that Article 14(3) of Regulation (EC) No. 2081/92
allowsits authorities to refuse or invalidate the registration of any confusing Gls (EC
first written submission, para. 286; EC rebuttal, para. 270). The complainants do not
agree (USsecond written submission, para. 166 and Australia's second written
submission, para. 109). The following examples have been referred to in this
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proceeding:

€)] BAYERISCHESBIER and BAVARIA and HOKER BAJER?
(b) BUDEJOVICKE PIVO and BUDWEISER?

(©  GORGONZOLA and CAMBOZOLA?

Could these Gl s be used in accordance with their registrationsin a way that resultsin a
likelihood of confusion with the respective trademark(s)? US4, AUS, EC

Response:

63.  Before addressing this question, the United States would like to emphasize that the issue
identified by the Panel in the question is only one aspect of the inability of 14(3) of the Gl
Regulation to subgtitute for the exclusve rights required by Article 16.1 of the TRIPS
Agreement. Asthe Panel notes, the United States indeed disagrees that Article 14(3) alowsthe
EC authorities to refuse or invalidate the registration of any confusing Gls?® But evenif Artide
14(3) does so allow, it still does not satisfy the requirements of TRIPS Article 16.1. While
Article 16.1 grants trademark ownersthe right to prevent confusing uses of identical or similar
Gls, Article 14(3) merely empowers the EC authoritiesto deny registration of Glsin some
circumstances.”’

64.  The Pand asks whether three registered Gls “could . . . be used in accordance with ther
registrationsin away that resultsin alikelihood of confusion with the respective trademarks.”
The short answer to the Panel’ s question is “yes.” However, as the United States has emphasized
in this dispute, neither the EC nor the owners of the trademarks cited by the Panel will
necessarily know from a Gl registration done to what uses the Gl will be put or whether those
uses will result in alikelihood of confusion with atrademark. That question depends on what
uses an individual Gl rightholder employs, and the perceptions of consumersin a given territory
with respect to those uses.

65. First, the EC has asserted that the registered name can only be used in accordance with
the “specific labelling details” included in a product specification.® The United States does not
have access to the product specifications for any of the three Gls cited by the Panel. In fact,
despite repeated requests to the EC,?° the United States has not been given a copy of the product

2 gee U.S. Oral Statement at First M eeting, paras. 52-53; U.S. Second Written Submission, paras.
142-166; U.S. Opening Oral Statement at Second M eeting, paras. 84-86; U.S. Closing Statement at Second Meeting,
para. 19.

2 See U.S. Oral Statement at First Meeting, paras. 54-55; US Responses to Questions, para. 87; U.S.
Second Written Submission, paras. 130-141; U.S. Opening Oral Statement at Second Meeting, paras. 77-83; U.S.
Closing Statement at Second Meeting, paras. 17-18.

2 EC second Written Submission, para. 300.

2 seeU.S. Responses to Questions, para. 68.
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specification for the Gl included in item (b) to the Panel’s question. (In any event, as the United
States has demonstrated,® the “ specific labelling details’ included in product specifications do
not necessarily offer much guidance regarding limits on uses of the GI.)

66.  Second, the EC has clarified that registration of a Gl gives an owner the right to use the
Gl in a*“trademark-like manner.”*" In and of itsdf, nothing in the TRIPS Agreement prevents
such ause. The United States has no objection to the use of a Gl in a trademark-like fashion,
featured prominently on alabel, because Gls are valuable source identifiers and quality indicators
— like trademarks. However, the TRIPS Agreement does not allow a Gl to beused in a
trademark-like fashion if prior vaid trademark rights exist in that territory and consumers would
likely be confused with respect to those trademarks. Further, the fact that a Gl registration gives
the owner the right to use the GI in a trademark-like fashion highlights that the scope of
permitted usesis not as simply characterized as, in the EC’ s words, “ use [of] the name registered
as ageographicd indication.”* Indeed, to the contrary, it raises the specter of Gls being used in
away that could raise alikelihood of confusion with atrademark. The EC stated inits oral
statement at the second meeting, at paragraph 184, that:

EC consumers are familiar with the use of geographical indications for foodstuffs.
They value them as much as trademarks when making their purchasing decisions,
if not more, and expect them to be used in what the United States calls
"trademark-like" fashion.

67. In this connection, the United States points out that the EC itself explains the trademark
owner’ s possible rightsin very qualified terms: “a court would be entitled to find, depending on
the specific circumstances of each case, that the ‘used sign’ is different from the ‘registered sign’
and, therefore, not protected under Regulation 2081/92.”% The “possibility” that atrademark
owner may be able to show that the useis not “protected” by the EC Gl Regulation isafar cry
from his ability to prevent all confusing uses of similar signs, whether or not “ protected”, which
iswhat Article 16.1 of the TRIPS Agreement requires.

68. Third, it appears that the registration of aterm under the EC GI Regulation gives the
rightholder a positive right to use that term as translated into other EC languages, and the EC has
not provided any information or argumentsto the contrary.** For example, as the United States

0 us. Opening Oral Statement at Second Meeting, para. 78, and Exhibit US-77.

31 EC Oral Statement at Second Meeting, para. 184.

2 EC Second Written Submission, para. 301.

3 EC Second Written Submission, para. 302.

% The EC has stated that a Gl registration "covers only the term . . . and not its translations to other
languages." EC Second Written Submission, paras. 288, 293. Separately, the EC has stated that "the right hol ders of
a geographical indication have a positive right to use the name registered as a geographical indication," and that "that
right does not extend to other names or signs which have.. . . not been registered.” EC Second W ritten Submission,
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has already noted,® in trademark infringement proceedings pending before the Swedish courts, a
Czech brewer has argued that registration grants the right to use the registered Gls “Budejovické
pivo,” “Ceskobudejovicke pivo,” and “Budg ovicky mest’ ansky var” in alleged trangdlation,
including as “ Budweiser Budvar,” “Budweis,” and “Budbrau.”* Similarly, the United States has
noted that the root of the registered Gl “Bayerisches Bier,” when trandlated into English, is
“Bavaria”* In some EC member Statesin which the name BUDWEISER, BUD or BAVARIA
are registered as a prior valid trademark, use of the registered Gl s as so translated might confuse
consumers, and the trademark owners would need their TRIPS Article 16.1 rights to prevent
those uses. Notably, in allowing the registration of “Bayerisches Bier” the Commission did not
state that the Gl could not be used in transl ation, which would have been an obvious response to
the concern that use of the Gl could result in confusion with the “Bavaria’ trademark.

69.  Fourth, whether the use of aregistered Gl resultsin alikelihood of confusion in the
country in which an identical or smilar trademark is registered will depend on the perceptions
and response of consumersin that country. In some countries, consumer surveys could show that
particular uses of the Gls listed in the Panel’ s question are confusing with respect to the
trademarks listed in the Panel’ s question. Under Article 16.1, rather than seeking rejection or
cancellation of a Gl registration on an EC-wide basis, the owner of an identical or similar prior
valid trademark registered in an EC member State is entitled to prevent particular “uses’ of the
Gl that confuse consumers in that member State. In such a situation, rejection or cancellation of
the Gl registration on an EC-wide basis — the only option even arguably available under Article
14(3) — may be neither appropriate nor necessary.® Of course, rejection or cancellation of Gls
that are prime facie confusing is also appropriate: the point is that rejection or cancellation of a
Gl registration cannot be the only option open to trademark owners, since Article 16.1 offers
trademark owners the right to prevent confusing "uses" of identical or similar signs.

para. 301. However, the EC has not joined these two concepts, and does not definitively state that the "positive right
to use the name registered” excludes the right to use the name asitistrandated (accurately, of course) into other EC
languages.

%5 U.S. Second Written Submission, para. 134.

% See Exhibit US-53 (paras. 4-6, Section 3.2). The United States reiterates that the Gl included initem (b)
of the Panel's question was registered viathe Czech accession protocol to the EU. Validity of the registration was

and is not subject to challenge based on Article 14(3) of the EC Gl Regulation (even under the EC's reading of that
provision). Even if the Panel accepts the EC's reading of Article 14(3), the provision does not serve as a substitute
for TRIPS Article 16.1 rightswith respect to Gls registered pursuant to accession protocols. See U.S. Closing
Statement at Second Meeting, para. 18.

87 U.S. Second Written Submission, para. 134.

¥ The United States also notes that the ability of atrademark owner to challenge a registration on the

basis of Article 14(3) is extremely limited, and in many cases — such asfor Gls registered pursuant to accession
treatiesor for "directly and individually concerned" trademark owners outside of the 2-month time period following
registration of the G| — does not exist at all. See U.S. Second Written Submission, paras. 138-140; U.S. Opening
Oral Statement at Second Meeting, para. 83; U.S. Closing Statement at Second Meeting, para. 18.
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70.  The United States notes two examples in which actual likelihood of confusion has been
found between terms similar to those included in item (b) of the Pand’s question. First, a South
African court confirmed the decision of the Tribunal of the Registrar of Trademarks to refuse the
registration of trademark applications for BUDEJOVICKY BUDVAR, following opposition
brought by the owners of prior trademarks BUDWEISER and BUD. The decision explains that
the average South African consumer would tend to abbreviate BUDEJOVICKY BUDVAR to the
first syllable, BUD, since the whole mark is difficult to pronounce. At the sametime, the
decision held that BUDWEISER is often shortened to BUD. Consequently, the decision
acknowledged a likelihood of confusion between BUDEJOVICKY BUDVAR and prior
trademarks BUDWEISER and BUD.* Similarly, in Italy, in adecision that pre-dated the Czech
Protocol of Accession to the EU and the registration of the Gl listed initem (b) of the Panel's
guestion, the Italian distributors of the defendant involved in the South Africa case was enjoined
from using any designation with the words “Budweiser” or “Bud”, because of rights associated
with the complainant's two prior trademarks, BUDWEISER and BUD.*

71. In sum, the United States submits that there are myriad ways in which registered Gls can
be used in a manner that raises a likelihood of confusion with aregistered trademark, and that
those uses will not necessarily be apparent from the registration itself.

Q138. What isthe meaning of the phrase "[w]ith due regard to Community law" in Article 14(2)
of Regulation (EC) No. 2081/92? Which aspects of "Community law" are relevant?
What is the meaning of the phrase "shall not affect [ Regulation No. 2081/92] ... and in
particular Article 14 thereof" in Article 142 of Regulation (EC) No. 40/94 on the
Community trade mark? EC

Q139. The Panel takes note of the EC's view that the owner of a trademark may not prevent the
right holders of a registered Gl from using the registered name on the grounds that such
name is confusing (EC second oral statement, para. 181). Please confirmthat aslong as
a Gl remains registered and is used in accordance with its registration, a trademark
owner may not enforce his trademark rights against that use either under the Regulation
on the Community trademark or the national trademark laws of the member States. What
legal provisions prevent the trademark owners exercising their rights against persons
using a Gl in accordance with itsregistration? EC

Q140. Under what provision of Regulation (EC) No. 2081/92 does the registration of a Gl give
the right holder a postive right to use the GI? How isthat right deimited? Doesit

% Judgment of the High Court of South Africa, Case No. A9/03, Budweiser Budvar _National Corporation
v Anheuser-Busch Corporation, 3 December 2003. Exhibit US-81. See also Decision of the Tribunal of the

Registrar of Trademarks of South Africa, Case No. 96/17026-29, Budweiser Budvar National Corporation v
Anheuser-Busch Corporation, 22 October 2002. Exhibit US-82.

o 4 Order of the Court of Milan, First Civil Division, Docket No. 464/02. Exhibit US-83. The defendant's
distributor consequently turned to the use of CZECHVAR in Italy.
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Q141.

Q142.

Q143.

Q144.

Q145.

include translations of the protected term? For example, what uses do the registrations
of the four cheese Glsreferred to in Exhibit US-52 permit? How far does that positive
right extend before it can be challenged under labelling and misleading advertising
laws? EC

What is the legal basis for an action to invalidate a registration under Regulation (EC)
No. 2081/92 on the grounds of confusion with a trademark? |sthere any basisfor an
action to invalidate a Gl regigration in Regulation (EC) No. 40/94 on the Community
trade mark? EC

The Panel takes note of the EC's view that the owner of a concurrent trademark could
challenge a decison to register a Gl inconsistently with Article 14(3) of Regulation (EC)
No. 2081/92 even after the Gl has been formally registered (EC response to Pand
question no. 67; EC rebuttal paras 270 and 296). If atrademark owner applied to
invalidate a Gl registration under Article 14(3):

(@ isthis a precondition to a trademark infringement action?
(b) isthere any time-limit on such an invalidation action?

(© isthis possibility available where the Gl isregistered pursuant to an Act of
Accession or otherwise without the normal application procedures?

(d) how would such an application for invalidation relate to the cancellation
procedure in Article 11a of the Regulation? Are the grounds for cancellation in Article
11a exhaustive? EC

The Panel takes note that the Council Decision to register BAYERISCHESBIER asa Gl
states that "[i] n view of the facts and information available, it was, however, considered
that registration of [that name] was not liable to mislead the consumer as to the true
identity of the product” (Exhibit EC-9, para. (3), cited in EC rebuttal, para. 287). Please
detail what were the facts and information to which the Council referred in that Decision
and how they were evaluated so that the Panel can see how the criteriain Article 14(3)
were applied in that case. EC

The Panel takes note that Commission Regulation (EC) No. 1107/96 (set out in Exhibit
COMP-3a), which effected the registration of many individual Gls, recites Article 14(2)
and (3) of Regulation (EC) No. 2081/92. How were Article 14(2) and (3) taken into
account in the registration of those GIs? EC

Please refer to Article 24.5 of the TRIPS Agreement and comment on the suggestion that:

@ the phrase"shall not prgudice digibility for or the validity of the registration of a
trademark" merely creates an exception to the obligationsin Articles 22.3 and 23.2 to
refuse or invalidate the registration of trademarks; and

(b) the phrase "shall not prgjudice ... theright to use a trademark™ merely creates an
exception to the obligations in Articles 22.2 and 23.1 to provide the legal meansto
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prevent certain uses and does not create any positiveright. USA, AUS, EC
Response:

72.  The United States agrees with the proposition that Article 24.5 is an exception to the
provisions of Part II, Section 3 of the TRIPS Agreement. Assuch, Artide 24.5 preserves certain
trademark rights vis-a-vis geographical indications. The two “suggestions’ appear to be

consi stent with this understanding.**

73.  With respect to suggestion (a), it appears that the reference in Article 24.5 to the
“eligibility for or the validity of the registration of atrademark” logically includes an exception
to the obligations under Artidles 22.3 and 23.2 to invalidate or refuse registration of certain
trademarks. Indeed, Articles 22.3 and 23.2 are the only provisions of the GI section that speak
directly to refusal of registration or invalidation of trademarks.** Suggestion (a) demonstrates
that Artidle 24.5 has no effect on the exclusive rights granted to valid trademarks (because
Articles 22.3 and 23.2 likewise have no effect on the exclusive rights granted to valid
trademarks) and is therefore fully consistent with the U.S. views in this dispute.

74. In addition, however, as argued previously by the United States, the prohibition on
“prejudic[ing] eligibility for or the validity of the registration of atrademark” is not limited to
situations where the choice is simply between registration, on the one hand, and total loss (or
absence) of registration, on the other. Otherwise, the word “ prejudice” would not be given
meaning. Infact, theinclusion of the word “prejudice” suggests that the phrase “prejudice
eligibility for or the validity of the registration of atrademark” protects trademarks against
something more than immediate invalidation or refusal. As previously explained by the United
States, this phrase further emphasizes that owners of trademarks covered by Article 24.5 are
accorded the Article 16.1 right to prevent al others from confusing uses, given that the legal
authority accorded by trademark registration is defined by Article 16.1, and that denia of the
right to prevent al confusing uses could diminish the ability of the trademark owner to
distinguish his goods, within the meaning of Article 15.1.* The importance of the word

4_1 The United States notes that even if this interpretation of Article 24.5 would seem to protect trademarks
that are misleading as to geographic origin, this effect is mitigated by certain limitationsin Article 24.5. For

instance, thereis a requirement that trademarks subject to the Article 24.5 exception must be applied for, registered,
or acquired through use “in good faith.” Further, the exception in Article 24.5 prohibits prejudicing certain
trademarks “on the basis that such a trademark isidentical with, or similar to, a geographical indication”. For
purposes of this dispute, in any event, the U nited States' arguments are directed at those TRIPS Article 16.1 rights
associated with valid trademarks, and not with the effect of Regulation 2081/92 on trademarks that are misleading as
to geographic origin. See U.S. First Written Submission, para. 135 ("The United States is not arguing that
trademarksthat ‘'mislead the public as to the true place of origin' of the underlying goods in a given territory must be
registered and provided Article 16.1 rightsin that territory.").

42 However, the United Statesis not able to conclude that Article 24.5 is “merely” or “only” an exception
to these Articles, as the text of Article 24.5 refers to measures adopted to implement the Gl section, and not only to
specific articles.

4 U.s. Second Written Submission, paras. 173-174.
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“prejudice” isfurther confirmed by the fact that it was specifically added by the drafters after the
Brussds draft.** Thus, while the United States agrees that “prejudice eligibility for or the validity
of the registration of atrademark” provides an exception to the obligations under Articles 22.3
and 23.2, it may also protect trademarks within its scope from implementation of the Gl section
that would diminish atrademark owner’s Article 16.1 rights.

75.  Similarly, asfor suggestion (b), the United States agrees that the phrase “shall not
prejudice. . . theright to use atrademark” in Article 24.5 creates an exception to the obligations
in the GI section, including those in Articles 22.2 and 23.1 to prevent certain uses, and does not
create any positiverights. Again, suggestion (b) also demonstrates that Article 24.5 has no effect
on the exclusive rights granted to valid trademarks (because Articles 22.2 and 23.1 likewise have
no effect on the exclusive rights granted to valid trademarks), and is fully consistent with the
U.S. viewsin this dispute.

76.  But, given that the core use and value of atrademark comes from the Article 16.1
exclusiveright to prevent al others from confusing uses, the United States has explained that this
phrase aso provides an exception to any implementation of the Gl section tha diminishes Article
16.1 protection for the covered trademarks*> This follows from the ordinary meaning of
“prejudice. . . theright to use atrademark”, which refers to the harm or damage to the permitted
or forbidden activity associated with the application of atrademark to its purpose.”® Based on the
context of Articles 15.1 and 16.1 of the TRIPS Agreement, this purpose isto allow atrademark’s
owner to distinguish his goods from the goods of al others, which requires that trademark
registrations accord their owners theright to prevent all others from uses that would cause a
likelihood of confusion.*

77.  Significantly, these suggested readings of Article 24.5 contradict the EC’ s pogtion that,
by negative implication, Article 24.5 gives permission to Members to strip covered trademarks of
their Article 16.1 rights.*®

See U.S. Responses to Panel Questions, paras. 99, 104; U.S. Oral Statement at First Meeting, paras.
64-65.

45 See U.S. Second Written Submission, para. 176.

4 U.s. second Written Submission, para. 176.

4.
See, e.g., the EC summation of its Article 24.5 argument in its oral statement at paragraph 199:

If the drafters deemed necessary to specify in Article 24.5 that the
implementation of protection for geographical indications shall not prejudice the
most basic right of the owner of aregistered trademark ("the right to use it"), but
not the right to exclude others from using it, the clear implication is that they did
not intend to prevent M embers from limiting the exercise of the latter right in
order to allow the use of a geographical indication in co-existence with a
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Q146. The Panel takes note of the respective views of the EC and US on simultaneous exer cise
of rights with respect to use (EC rebuttal, para. 309 and USrebuttal, para. 119). Without
prejudice to the EC's views on Article 24.5, would there be any practical conflict between
the rights to prevent certain uses conferred under Articles 16.1 and 22.2 of TRIPS?
Under what circumstancesisit impossible for, simultaneously:

(@) a trademark owner to prevent uses of a sign where such use would resultin a
likelihood of confusion (under Article 16.1), and

(b) aright holder in a Gl to prevent uses of an indication that are misleading with
respect to the geographical origin of the product or which constitute unfair competition
(under Article 22.2) except on the basis that the trademark is identical with, or similar to,
the Gl (under Article 24.5)? USA, AUS, EC

Response:

78.  TheEC podtsthat thereisa*“conflict” between TRIPS Articles 16.1 and 22.2 because
“[t]he simultaneous exercise” of atrademark that is misleading with respect to origin, and an
identicd or similar Gl that raises alikelihood of confusion with respect to the trademark, “would
lead to a situation where neither the trademark owner nor the right holders of the geographical
indication could use the sign in question.”*

79.  Thisisincorrect. Asthe United States has aready noted,* the EC is confusing a
“conflict” that may indeed occur between an individual trademark and an individual GI, and a
“conflict” that does not in any way occur between the obligations placed on the EC by Articles
16.1 and 22. Asthe United States explained, it isin no way “impossible” for the EC to
“simultaneously] compl[y]” with the obligations in Articles 16.1 and 22;** there is, therefore, no
“conflict” between those obligations.

80.  The Pand’s question appearsto be directed at the situation presented by a “conflict”
between an individual trademark and an individual Gl. The TRIPS Agreement sets out rules
specifying the way in which this “conflict” would be resolved. Asthe United States has
explained,* if atrademark mideads consumers as to the origin of goods, as the Panel positsin
part (b) of its question, the TRIPS Agreement and the Paris Convention provide that it should not
be registered.*® The trademark will not, therefore, be accorded the right to prevent the confusing

grandfathered trademark. (Emphasis added.)
4 EC second Written Submission, para. 309.
Yyu.s. Opening Oral Statement at Second M eeting, paras. 71-72.

®1 See Panel Report, Turkey — Textiles, para. 9.92. See also Panel Report, Indonesia — Autos, para. 14.28.

%2 .S. Oral Statement at First Meeting, para. 42; U.S. Second Written Submission, para. 120.

3 TRIPS Articles 22.3,15.1, and 15.2; Paris Convention Articles 9, 10, 10bis and 6quinquiesB.



EC - Protection of Trademarks and Geographical Indications U.S. Answers to 2™ Set of Panel Questions
for Agricultural Products and Foodstuffs (WT/DS174 and 290) August 26, 2004 — Page 37

uses of asimilar or identical Gl, asthe Panel positsin part (a) of its question, sinceit will not be
registered. Asthe United States has also explained, if such atrademark is nonetheless
registered, it is subject to invalidation.™ In other words, the facts envisioned by the Panel in part
(b) of its question would serve as a defense to the infringement claim brought by the trademark
owner in part () of the question.

81l.  How aconflict between particular rightholdersis resolved will depend on the particular
facts of the case and on the application of municipal law in the WTO Member in which the case
is brought. Inthe view of the United States, given the different standards for trademark rights
and Gl rights, it is unlikely that there would be an irresolvable conflict between those two
rightholders. But this Pand is not called upon to resolve all such disputes prospectively in this
proceeding. That isamatter for the decision-makersin the WTO Member before which the
particular dispute is brought. What isimportant here is that the municipal law in that WTO
Member is consistent with that Member’s TRIPS obligations. Those obligations include
providing Article 16.1 TRIPS Agreement rights to trademark owners in situations encompassed
by the EC GI Regulation, where signs used as a Gl result in alikelihood of confusion with a pre-
existing trademark.

Q147. Article 24.5 asfinally agreed containsthe phrase " measures adopted to implement this
Section shall not prejudice eligibility for or the validity of the registration of a trademark,
or theright to use a trademark”. Please comment on the suggestion that during the
Uruguay Round negatiations there was a disagreement as to whether the predecessor to
this provision in the Brussels Draft should be made permissive rather than mandatory,
and that the choice of this language was part of an effort to reach agreement on the issue
of the mandatory / permissive nature of the provision. USA, AUS, EC

Response:

82.  Asaninitial matter, the United States recalls that Article 24.5 should be interpreted in
good faith in accordance with the ordinary meaning of its terms, in their context and in the light
of the object and purpose of the TRIPS Agreement. Customary rules of interpretation provide a
very limited role for negotiating history, and for good reason. For example, in the case of the
TRIPS Agreement, as the Pand is undoubtedly aware, there is no comprehensive, official
negotiating history. There were numerous discussions, drafts, and memoranda between and
among various WTO Members, both before and after the Brussels Ministerial in late 1990, many
unrecorded or for which there are no agreed minutes or officid documents. Accordingly, many
would not fairly be considered useful as “negotiating history.” Nevertheless, the evolution of the
drafts does suggest that there were two opposing views about whether what is currently Article

5 see U.S. First Written Submission, para. 135; U.S. Oral Statement at First Meeting, para. 42; U.S.
Responses to Questions, para. 114; U.S. Second W ritten Submission, paras. 119-121; U.S. Opening Oral Statement
at Second Meeting, para. 71.

% TRIPS Articles22.3, 15.1 and 15.2; Paris Convention Articles 9, 10, 10bis,and 6quinquiesB.
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24.5 should allow Members, a their discretion, to protect certain trademarks vis-a-vis
geographical indications or should require Members to protect those trademarks. Asthe United
States has explained, the evolution of Article 24.5 revealed a progression in favor of stronger and
clearer protection for covered trademarks. In addition to the change from a permissiveto a
mandatory provision, the United States has also explained that, as negotiations progressed, the
term “prejudice” was introduced, and the specific mention of the “right to use” atrademark was
asointegrated.®® All of these modifications served to increase the protection accorded to
trademarks pursuant to Article 24.5.

83. It follows that the negotiating history confirms the interpretation that Article 24.5 does
not diminish the rights accorded trademarks, as the EC alleges, but that it instead providesa
shield for covered trademarks that would otherwise be affected by implementation of the Gl
section. This history provides no support for the EC’s argument that Article 24.5, by negative
implication, authorizes Members to strip covered trademarks of their Article 16.1 rights.®”’

84. In addition, the predecessor to Article 24.5 in the Brussels draft stated that “ A Party shall
not take action to refuse or invalidate [covered trademarks.]”®® This provision, however, was
entirely in brackets, indicating a lack of agreement with respect to that obligation, which
provided for mandatory protection of covered trademarks. What emerged from the discussions
among the Members subsequent to the Brussels Ministerial was atext that retained the
mandatory nature of the protection of covered trademarks, but instead of the broad formulation —
“A Party shall not” —thefinal text states that “ measures adopted to implement [the GI] Section
shall not pregjudice.. . .”, clarifying that this obligation was directed, not at any and all measures
of aParty, but at those adopted to implement the GI Section of the TRIPS Agreement. Thus, the
suggestion that the final language resolved a difference anong the Members as to the mandatory
or discretionary nature of the obligation in Article 24.5 is not inconsistent with how Article 24.5
appears to have evolved.

% seeU.s. Responses to Panel Question 76, paras. 102-105.

5" See, e.g., the EC summation of its Article 24.5 argument in its oral statement at the second Panel
meeting, at paragraph 199:

If the drafters deemed necessary to specify in Article 24.5 that the
implementation of protection for geographical indications shall not prejudice the
most basic right of the owner of aregistered trademark ("the right to use it"), but
not the right to exclude others from using it, the clear implication is that they did
not intend to prevent M embers from limiting the exercise of the latter right in
order to allow the use of a geographical indication in co-existence with a
grandfathered trademark. (Emphasis added.)

% See Gervais, The TRIPS Agreement, Drafting History and Analysis (Second Edition). Sweet and
Maxwell, London, 2003, p. 133 (emphasis added).
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Q148. What is the meaning of the phrase "where such use would result in a likelihood of
confusion” as used in Article 16.1 of the TRIPS Agreement? How should such likelihood
of confusion be assessed? How does the assessment differ from that under Article 14(3)
of Regulation (EC) No. 2081/92? In particular:

@ how should the likelihood of confusion, and the liability to mislead the consumer,
be assessed with respect to a mark to which rights have not been acquired on the basis of
use?

(b) as of what time should the likelihood of confusion, and the liability to mislead the
consumer, be assessed?

(© are the trademark's reputation and renown and the length of time it has been used
necessarily relevant to both analyses? USA, AUS, EC

Response:

@ how should the likelihood of confusion, and the liability to mislead the consumer,
be assessed with respect to a mark to which rights have not been acquired on the basis of
use?

85.  The ordinary meaning of the term “confusion,” from Article 16.1, includes “failureto
distinguish.”* The ordinary meaning of “likelihood” includes “that looks asiif it would happen,
be realized or prove to be what is alleged or suggested; probable; to be reasonably expected.”®
Thus, under the ordinary meaning of Article 16.1, a“likelihood of confusion” ariseswhereit is
reasonably expected that a trademark owner will no longer be able to distinguish his goods from
identical or similar goods labeled with an identical or similar sign.

86.  To further inform thisinterpretation, the United States discusses the factors commonly
used in EC law and member State jurisprudence to assess likelihood of confusion, in response to
guestion 148(c), below. Asthe Panel isaware, the “likelihood of confusion” standard was
applied by countriesin national law well in advance of the negotiation and condusion of the
TRIPS Agreement.

87.  TheUnited Statesis not aware of any judicial interpretation of the “liable to mislead”
standard in Article 14(3). Article 14(3) has been applied by the EC administering authorities
only once. In that case, the Council smply determined that “[i]n view of the facts and
information available, it was. . . considered that registration of the name ‘ Bayerisches Bier’ was
not liable to mislead the consumer asto the true identity of the product.”®* The Council’s
decision offersno insights into the factual dements informing its application of the “liableto
mislead” standard in Article 14(3).

% New Shorter Oxford English Dictionary (Fourth Ed. 1993), pg. 478. Exhibit US-84.

8 New Shorter Oxford English Dictionary (Fourth Ed. 1993), pg. 1588. Exhibit US-84.

81 Council Regulation (EC) No 1347/2001, para. 3. Exhibit EC-9.
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88.  EC trademark law suggests that the “likelihood of confusion” standard is different from
the “liable to mislead” standard. The EC Trademark Regulation and Trademark Directive
differentiate between the two standards. Article 50.1(c) of the Trademark Regulation and Article
12.2(b) of the Trademark Directive provide for revocation of atrademark whereit is“liableto
mislead the public, particularly asto . . . geographical origin. ..”% In contrast, Article 9.1(b) of
the Trademark Regulation and Article 5.1(b) of the Trademark Directive grant trademark owners
the exclusive right to prevent use of asimilar or identical sign for similar or identical goods
where “there exists alikelihood of confusion on the part of the public.”®® Accepting that “liable
to mislead” in Artide 14(3) actually means “likelihood of confusion” would require the Pand to
overlook the objective fact that those standards are expressly differentiated in EC trademark law.
In addition, as discussed further below in responseto question 149, use of the term “mislead” in
the GI Regulation itself indicates that that term has a different meaning from “confusion” in the
sense of Article 16.1.

(b) as of what time should the likelihood of confusion, and the liability to mislead the
consumer, be assessed?

89. Likelihood of confusion should be assessed at the time the dlegedly confusing use arises.
Article 16.1 enables atrademark owner to prevent particular “uses’ that are confusing. Asa
matter of context, therefore, whether likelihood of confusion arises should be based on
consumers’ perceptions and response at the time the allegedly confusing use arises. While the
United States does not object to the opportunity to assess whether a Gl, at the time of application
for registration, likely confuses consumers within a country in which the trademark is registered,
TRIPS Article 16.1 requires that the trademark owner also be permitted to prevent consumer
confusion that arises because of and at the time of particul ar uses of the Gl.

90.  Article14(3) of the EC GI Regulation is relevant to the EC authorities’ decisionto
register aGl. Thus, it gopears to the United States that the determination whether a Gl is
misleading with respect to atrademark that enjoys reputation, renown and length of use would be
made at the time of gpplication to register the Gl. In the “Bayerisches Bier” case —the only time
Article 14(3) has been applied — the determination that the Gl was not mideading with respect to
prior valid registered trademarks was evidently made by the Council at the time of application for
registration of the Gl.

(© are the trademark's reputation and renown and the length of time it has been used
necessarily relevant to both analyses?

91. In this dispute, the EC asserts that the references to reputation, renown and use are
included in Article 14(3) merely because they are factors used to judge whether a Gl raises a

COMP 662 Regulation No 40/94, Article 50.1(c), Exhibit COM P-7; Directive 89/104/EEC, Article 12.2(b), Exhibit

comp 663 Regulation N o 40/94, Article 9.1(b), Exhibit COM P-7; Directive 89/104/EEC, Article 5.1(b), Exhibit
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likelihood of confusion with respect to a prior registered trademark. The EC notesthat in EC and
other Members' laws, reputation, renown and length of use are relevant to the determination of
likelihood of confusion.** While reputation, renown and length of use might indeed be
considered to determine whether alikelihood of confusion arisesin certain cases, these factors
are often, in many other cases, irrelevant to whether thereis alikelihood of confusion under
Article 16.1, asillustrated by the many EC cases described further below.%

92. In contrast, Article 14(3), by its own terms, expressly requires that trademarks enjoy
reputation, renown and use to block registration of aGl. In other words, Article 14(3) requires
that these elements be present and considered in determining whether to refuse a Gl Registration
—under Article 14(3), they are always relevant and, in fact, necessary. The Commission’s Guide
to Regulation 2081/92 confirms this fact. The Guide emphasizes that the “ general rule” isthat
“the registration of a conflicting trademark does not prevent registration of the geographical
name.”®® According to the Commission, departure from this general rule to deny registration of a
Gl occurs “only inone circumstance’ — where the express terms of Article 14(3) have been met,
or in other words, when the trademark satisfies the three prerequisites of reputation, renown and
length of use.’” “In all other cases,” the EC authorities revert to the “ general rule” and register
the GI, “notwithstanding the existence of the registered trademark.”®®

93. In other words, establishing reputation, renown and use are not merely part of the EC
authorities' inquiry, under Article 14(3), into whether the Gl raises alikelihood of confusion with
respect to aprior, identical or similar trademark. Rather, for aprior valid registered trademark to
block registration of an identical or similar Gl, the trademark must enjoy reputation, renown and
use, because Article 14(3) requires that a decision on Gl registration be made “in the light of”
these factors. According to the Commission, thisisthe "one circumstance” in which the GI

% EC Oral Statement at Second M eeting, paras. 166-169.

% Moreover, even without reviewing any EC cases, it should be evident that Article 16.1 requires a
presumption of "likelihood of confusion”, without regard to reputation, renown, or length of time used, in the case of
identical signs used for identical goods.

. % Guide to Community Regulatjons, “Protection of Geographical Indications, Designations of Origin and
Certificates of Specific Character for Agricultural Products and Foodstuffs” (Working Document of the Comimission

Services issued by the European Commission Directorate-General for Agriculture, August 2004), pg. 24. Exhibit
EC-64; Guide to Community Regulations, "Protection of Geographical Indications, Designations of Origin and
Certificates of Specific Character for Agricultural Products and Foodstuffs" (Working Document of the Commission
Services issued by the European Commission Directorate-General for Agriculture, March 2004), pg. 23. Exhibit
US-24. The United States notes that while the Commission made certain self-serving amendments, during the course
of these proceedings, to the description of Article 12(1) ultimately included in the August 2004 version of the Guide,
it made no amendments to the description of Article 14(3), which remainsunchanged from the March 2004 version
of the Guide.

7 Guide to Community Regulations, August 2004, pg. 24. Exhibit EC-64.

% Guide to Community Regulations, August 2004, pg. 24. Exhibit EC-64.
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registration will be denied.®

94, Limiting Article 16.1 rights to owners of those trademarks that satisfy the requirements of
reputation, renown and length of use may be appropriate in one context —when determining
whether to extend the heightened scope of protection associated with well-known trademarks.
Well-known trademarks are protected against certain uses of identical or similar signs, even
when used on dissimilar goods or services.”

95. For atrademark to be considered “well-known” and accorded this heightened protection,
it must satisfy the following criteria, under TRIPS Article 16.2: “knowledge of the trademark”
by the public, including knowledge “ obtained as a result of the promotion of the trademark.”

96.  The ordinary meaning of these termsisinstructive. The ordinary meaning of the term
“well-known” is *“known to many, widely or generally known, famous,” and “intimately or
thoroughly known.””* The elements of “fame,” aswell as “wide” and “genera” knowledge,
accord well with the EC’ s reference to “reputation and renown,” in Article 14(3). Moreover, the
ordinary meaning of the term “knowledge,” asused in TRIPS Article 16.2, is, among other
things, “familiarity gained by experience.”’? The “familiarity” part of this definition accords with
the “reputation and renown” criteriain Article 14(3). Additionally, familiarity with a trademark
ismost likely “gained by experience” if the trademark is actually used, which corresponds to the
“length of use” requirement in Article 14(3).

97.  Thus, while it may be appropriate to limit the heightened protection for well-known
trademarks to those trademarks that enjoy reputation, renown and use, a trademark need not
satisfy those prerequisites to secure the rights guaranteed by TRIPS Article 16.1.7

98.  Outside the context of well-known trademarks, thisis certainly the case in EC and
member State law. EC™ and member State”™ " courts, as well as OHIM,”” routinely find a

% Guide to Community Regulations, August 2004, pg. 24. Exhibit EC-64.

" See TRIPS Articles 16.2,16.3.

" New Shorter Oxford English Dictionary (Fourth Ed. 1993), pg. 3655. Exhibit US-84.

2 New Shorter Oxford English Dictionary (Fourth Ed. 1993), pg. 1503. Exhibit US-57.

73_ The United States takes no position on whether Article 14(3) of the EC Gl Regulation is consistent with
TRIPS Articles 16.2 and 16.3, or Article 6bis of the Paris Convention. For the purposes of this dispute, the United

States simply observes that Article 14(3) evokes well-established standards for well-known trademarks.

" Seg, e.g., Case T-129/01, Budmen/Bud, 3 July 2003, paras. 56, 42-59 (Owner of prior trademark BUD
opposed registration of BUDMEN for identical goods (clothing and footwear). CFl specifically found that BUD did
not enjoy reputation for the goods at issue, but nonetheless concluded that a likelihood of confusion arose, based
principally on the fact that the public might believe that products designated with BUDMEN formed part of a new
range of products marketed by the owner of BUD.); Case T-10/03, Conforflex/Flex, 18 February 2004, paras. 52,
40-62 (Owner of prior trademark FLEX opposed registration of CONFORFLEX for identical goods (furniture). CFlI
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rejected evidence submitted by the owner of FLEX regarding reputation of prior trademark, but nonethel ess
concluded that a likelihood of confusion arose, due to the identity of the goods and the close conceptual similarity of
the signs at issue.); Case T-99/01, Mystery/Mixery, 15 January 2003, paras. 35, 36-48 (Owner of prior trademark
MIXERY unable to establish enhanced distinctiveness based on use of itstrademark, or reputation, but CFI
nonetheless upheld OHIM 's decision to deny registration of MYSTERY , based upon alikelihood of confusion due to
the similarity of both the signs and the goods (beer and beverages containing beer).); Case T-6/01, Matratzen Markt
Concord/Matratzen, 23 October 2002, paras. 28-48 (CFI found likelihood of confusion, without treating the question
of reputation or use of prior trademark MATRATZEN, when reviewing OHIM's decision to deny registration of
MATRATZEN MARKT CONCORD. CFI based its decision on the similarity of the goods (textiles and furniture),
and the similarity of the signs, in particular inclusion of the element "Matratzen" in both signs.); Case T-104/01,
Fifties/Miss Fifties, 23 October 2002, paras. 30-50 (CFI found likelihood of confusion, without any discussion of
reputation or use of prior trademark MISS FIFTIES, when reviewing OHIM's decision to deny registration of
FIFTIES. CFl'sdecisionwas based solely on the similarity of both the goods (clothing) and the signs at issue.). CFlI
decisions are available, using the case number as a search term, at

http://europa.eu.int/jurisp/cgi-bin/form.pl ?lang=en.

™ See Judgment of the Court of Appeals of M unich, ArtDeco vs Deco Art, 6 June 2002, GRUR-RR 2003,
pgs. 169-170 (Court considered registration of DECOART for perfumes and cosmetics as confusingly similar to
prior trademark ARTDECO for similar and identical goods. Court found that the two trademarks ARTDECO and
DECOART were confusingly similar, because the meaning/concept of the two marks was similar, but expressly left
open question whether prior mark enjoyed a wider scope of protection because of prior use, basing its decision solely
on the assumption that this was not the case, and that prior mark was of average distinctiveness only.) (English
excerpt and German version at Exhibit US-85); Judgment of the Federal Patent Court, Aproma vs Artproma, 2
October 2002 as published in PAVIS PROMA database (Court considered two trademarks APROM A and
ARTPROM A as confusingly similar, since the services at issue (advertising, marketing and consultancy services)
were identical or at |least very similar, and the sound of the two marks was similar. Court held that prior trademark
was of only average distinctiveness, since it had neither been shown that it enjoyed a wider scope of protection due
to widespread prior use, nor that distinctiveness had been weakened, either through third party use of similar marks,
or because the designation was descriptive.) (English excerpt and German version at Exhibit US-86); Judgment of
the Federal Patent Court, 7hils vs. Stihl, 1 August 2000 as published in PAVIS PROM A database (Court considered
use of trademark 7HIL S for identical or closely similar goods (motor and chain saws, and agricultural machines) to
be confusingly ssmilar to prior trademark STIHL, given a high degree of graphic and phonetic similarity between the
signs. Court expressly held that likelihood of confusion existed not only with respect to goods for which prior mark
had acquired a reputation, but also with respect to those goods for which reputation was not established.) (English
excerpt and German version at Exhibit US-87); Judgment of the Court of Appeals of Cologne, Fiorini vsFioccini,
13 September 2002, GRUR-RR 2003, pg. 71 et seq., at pg. 72 (Court considered trademark FIOCCINI to be
confusingly similar to prior trademark FIORINI, based exclusively on a comparison of the signs at issue and the
goods at issue. Court held that the goods (pasta) were identical, and that to exclude a likelihood of confusion in such
a situation, the two signs would have to have been, but were not, considerably different. Court dealt expressly with
the question whether prior trademark, FIORINI, enjoyed a wider scope of protection because of alleged widespread
prior use, but determined that an extended scope of protection was unwarranted, since reputation and extended prior
use had not been properly presented to the court, let alone proven.) (English excerpt and German version at Exhibit
US-88); Judgment of the Federal Patent Court, AGCO vs. ARCO, 23 July 2002, as published in PAVIS PROMA
database (Court found that high degree of phonetic similarity between trademark AGCO and prior trademark ARCO
raised a likelihood of confusion with respect to use on similar goods (toys), simply assuming that prior trademark
had ordinary distinctiveness, and without addressing reputation or use.) (English excerpt and German version at
Exhibit US-89); Judgment of the Hamburg Court of Appeals, Cellofit vs Cellvit, 26 June 2003, GRUR-RR 2004, pgs.
5-7 (Court held that use of trademark CELLVIT on identical or closely similar goods (pharmaceutical products)
raised a likelihood of confusion with respect to prior trademark CELLOFIT (although a likelihood of confusion was
not found with respect to use of CELLV IT on less similar goods such as adhesive tape, beauty care products and
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likelihood of confusion without the trademark owner having established that the trademark

cosmetics), without addressing reputation or use of the prior trademark, and with finding that prior trademark was of
regular to weak distinctiveness.) (English excerpt and German version at Exhibit US-90); Judgment of the Cologne
Court of Appeals, Team is Money vs T-is Money, 7 June 2002, GRUR-RR 2002, pgs. 290-293 (Court found that use
of term "T-is money" raised alikelihood of confusion with respect to prior trademark TEAM IS M ONEY, since both
signs were used for identical services (telecommunications), both were pronounced similarly, and both alluded to
slogan "time is money.” Reputation and use of prior trademark played no part in court's decision.) (English excerpt
and German version at Exhibit US-91); Judgment of the German Federal Supreme Court, Flaminger, 28 May 1998,
GRUR 1998, pgs. 930-932 (Owner of prior trademark sought to enjoin use of confusingly similar sign featuring an
allegedly geographically descriptive term. Court upheld decision to block registration of the confusingly similar
term FLAM INGER as part of a word/device mark, on the basis that it was confusingly similar to prior trademark
FALINGER, even though prior trademark enjoyed no reputation, no renown and no lengthy prior use, and despite
the fact that the word FLAM INGER referred to the Eastern German region of Flaming.) (English excerpt and
German version at Exhibit US-92);

6 Judgment of the UK High Court of Justice, Origins Natural Resources Inc v. Origin Clothing Limited,
17 November 1994, pg. 284 (Court found likelihood of confusion with respect to use of a similar sign on identical
goods even where the registered trademark had never been used. Where trademark has not been used, court simply
assumed that it would come into use at some stage, "in anormal and fair manner in relation to the goods for which it
isregistered,” and undertook a comparison "mark to mark," concluding that "[o]ne cannot reasonably expect the
public to distinguish between" registered trademark (ORIGINS) and similar sign (ORIGIN) when used on identical
goods.) (Exhibit US-93); Judgment of the UK High Court of Justice, Chancery Division, British Sugar Plc v. James
Robertson & Sons Ltd, January-February 1996, pg. 293 (Court reiterated test that if prior mark had not been used,
court would assume that it would come into use at some stage, in a normal and fair manner in relation to the goods
for which itisregistered, and went on to make a"mark to sign" comparison.) (Exhibit US-94); Judgment of the UK
High Court of Justice, Chancery Division, Wagamama Ltd v. City Centre Restaurants Plc and Another, July-August
1995, pgs. 731-732 (Court reiterated test that if prior mark had not been used, court would assume that it would
come into use at some stage, in a normal and fair manner in relation to the goods for which it is registered, and went
on to make a "mark to mark" comparison.) (Exhibit US-95); Decision of the Appointed Person, React Trade Mark,
29 June 1999, pg. 288 (lines 13-19) (Tribunal noted that evidence relating to use of prior mark was withdrawn, and
that comparison was simply made on basis of "the degree of visual, aural and conceptual similarity" with the
allegedly infringing sign, assuming notional, fair use of the prior mark) (Exhibit US-96); Decision of the Appointed
Person, Balmoral Trade Mark, 18 August 1998, pg. 300 (lines 7-8) (Tribunal held that prior trademark "need not
have reputation” to enjoin use of similar or identical signs that raise a likelihood of confusion under Article 5(2) of
the Trade Marks Act (corresponding to Article 4(1)(b) of the EC Trademarks Directive)). Exhibit US-97.

" See OHIM Board of Appeal, Case R 433/2002-3, Tei-Fu/Tai-Fun, 11 December 2002, paras. 32-43, 31,
28 (Board found that trademark TEI-FU raised alikelihood of confusion with respect to prior trademark TAI-FUN,
based on the similarity of the goods covered, and the close phonetic and graphic similarity of the signs. Board
reached this conclusion despite express findings that no evidence had been submitted regarding use of prior
trademark, and that owner had not established any particular distinctiveness of prior trademark.)
(http://oami.eu.int/LegalDocs/BoA/2002/en/R0433_2002-3.pdf); OHIM Board of Appeal, Case R 49/2002-4,
Foris/Fortis, 17 March 2003, paras. 7-16 (Board found a likelihood of confusion between prior trademark FORTIS
and trademark FORIS, based solely on identity of the services at issue and the close similarity of the signs, without
any discussion of prior trademark's reputation or use.)
(http://oami .eu.int/LegalDocs/BoA/2002/en/R0049_2002-4.pdf); OHIM Board of Appeal, Case R 987/2002-1,
Zelecta/Zelletra, 4 February 2004, paras. 24-30 (Board found that trademark ZELECTA raised a likelihood of
confusion with respect to prior trademark ZELLET RA, based solely on identity of the goods (and, for one category
of goods, the similarity of those goods), and the close phonetic and visual similarity of the signs, without any finding
that prior trademark enjoyed reputation or use.) (http://oami.eu.int/LegalDocs/BoA/2002/en/R0987_2002-1.pdf).
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enjoys reputation, renown or use. Infact, it isfair to say that in most standard cases arising in
EC and member State courts, reputation, renown and use arenot at issue. Only wherethe
trademark and the allegedly infringing sign are somewha “less similar” does the trademark
owner appeal to reputation to help establish likelihood of confusion and entitlement to a broader
scope of protection. In the more common case, the court makes a judgment regarding the
likelihood of confusion based simply on a comparison of the similarity of the two signs and the
similarity of the goods or services at issue.

99.  The United States makes one final point regarding the relevance of “reputation” to the
determination of likelihood of confusion in EC law. Asnoted in the United States' second
written submission, only those provisions of the EC Trademark Regulation and Trademark
Directive concerning heightened protection against uses of confusing identical or similar signs on
dissimilar goods make specific reference to the need to establish “reputation.”” If, asthe EC
assertsin this dispute, reputation is also necessary to prove likelihood of confusion with respect
toidentical or similar signs on identical or similar goods, it would seem to render void or
redundant the considered references to “reputation” included in the Trademark Regulation and
the Trademark Directive. Such afinding would not be consistent with an objective assessment of
the facts.

Q149. What are the differences between "confusion" and "misleads" as used in Articles 16.1
and 22.2 of the TRIPS Agreement, respectively? Do they have any bearing on the
misleading standard under Article 14(3) of Regulation (EC) No. 2081/92? USA, AUS,
EC

Response:

100. The ordinary meaning of the term “confusion,” from Article 16.1, includes “failureto
distinguish.”” The ordinary meaning of the term “mislead,” from Article 22.2, includes “ cause
to have an incorrect impression or belief” and “lead or guide in the wrong direction.”® As
Australia has argued,® these two terms, in their context, are distinguishable. When Article 22.2
speaks of preventing usesthat “mislead[ ] the public as to the geographical origin of the good,” it
speaks of uses that lead the public to believe, incorrectly, that the origin of the good is other than
itstrue place of origin. When Article 16.1 accords a trademark owner the right to prevent uses
that “would result in alikelihood of confusion,” it speaksto uses that undermine the ability of the

8 U.S. Second Written Submission, para. 150 (note 131), citing Council Regulation (EC) No 40/94 of 20
December 1993 on the Community trade mark, as amended, Articles 8(5), 9(1)(c) (Exhibit COM P-7.a); First
Council Directive of 21 December 1988 to approximate the laws of the Member States relating to trade marks
(89/104/EEC), as amended, Articles 4(3), 4(4)(a), 5(2) (Exhibit COM P-6.a).

™ New Shorter Oxford English Dictionary (Fourth Ed. 1993), pg. 478. Exhibit US-84.

8 New Shorter Oxford English Dictionary (Fourth Ed. 1993), pg. 1791. Exhibit US-84.

8l See Australian Oral Statement at Second Meeting, para. 15.
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owner to distinguish its goods from those goods using an identicd or similar sign.®

101. Additiond context points to distinctions between thetwo standards. The standard in
Article 16.1 iswhether the uses of an identical or similar sign would result in a*“likelihood of
confusion,” while the standard in Article 22.2 is whether uses of that sign “mislead[ ] the public.”
Under Article 16.1, atrademark owner need only show that confusion will likely result. In
contrast, under Article 22.2, an interested party must show that the public is actually misled.

102. The Panel’ s second question is whether the “likelihood of confusion” and “misleads the
public” standardsin TRIPS Articles 16.1 and 22.2 have any bearing on the “liable to mislead the
consumer” standard in Article 14(3) of the EC GI Regulation. Although both Article 14(3) of the
EC GI Regulation and TRIPS Article 22.2 use the term “mislead,” there is no specific indication
in the Regulation that Article 14(3) was modeled on Article 22.2. In fact, the Article 22.2
standard seems rather to have been adopted by the EC in Article 13(1)(d) of the Regulation. (The
“misleading” standard included in TRIPS Article 22.3 is similarly tracked in Article 50.1(c) of
the Trademark Regulation and Article 12.2(b) of the Trademark Directive.*)

103.  Virtually the only common term used in Article 14(3) and TRIPS Article 16.1 is the word
“trademark.” The United States does not therefore see any indication that Article 14(3) was
drafted with any regard for the standard in Article 16.1, or that Article 16.1 has any bearing on
the reading to be given Article 14(3). The EC has appropriately used the “likelihood of
confusion” standard in itsinternal legislation in connection with WTO obligations. that isthe
specific standard adopted in Article 9.1(b) of the Trademark Regulation and Article 5.1(b) of the
Trademark Directive®* A fair inference can be drawn that when the EC meant to use the
likelihood of confusion standard, it did so expressly.

104. Theword “mislead” appears to be used throughout the EC GI Regulation in the sense of
affirmatively leading the public to believe something about the product that is not true, e.g., that
the product comes from a place other than the true place of origin.® Thisisin contrast to the
term “confusion”, which appears generally to be used in the Article 16.1 sense of afailure or
inability to distinguish.?® This distinction also appearsin the equally authentic French versions of
the GI Regulation, which renders “ confusion” as “confusion”, but renders “mislead” asamore

82 The EC Court of First Instance has stated that “ the likelihood that the public might believe that the goods
or services in question come from the same undertaking or, as the case may be, economically-linked undertakings,
constitutes a likelihood of confusion.” Case T-388/00, ILS/ELS, 23 October 2002, para. 44. Exhibit US-98.

comp 683 Regulation N o 40/94, Article 50.1(c), Exhibit COM P-7; Directive 89/104/EEC, Article 12.2(b), Exhibit

84 Regulation N o 40/94, Article 9.1(b), Exhibit COM P-7; Directive 89/104/EEC, Article 5.1(b), Exhibit
COMP-6.

% See, eg., Articles 3.2, 6.6, 13.1(c), 13.1(d), and 14(3) of the EC G| Regulation.

% See, e.g., Articles 6.6, 7.5(b), 12(2), 12b(3) and 12d(3) of the EC GI Regulation.
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affirmative act of leading the public to believe something untrue.®” This distinction strongly
suggests, as afactual matter, that “liable to mislead” in the sense of Article 14(3) cannot be read
as meeting the “likelihood of confusion” standard of Article 16.1.

105. Further, asthe United States has explained elsewhere,® the referencein Article 14(3) to
trademarks with reputation, renown and some length of useis consistent with the definition of
well-known or famous marks offered in TRIPS Articles 16.2 and 16.3, aswell as Article 6bis of
the Paris Convention. Similarly, the prerequisitesin Article 14(3) track the factors for
determination whether atrademark is well-known that are recorded in Article 2(1)(b) of the Joint
Recommendation Concerning Provisions on the Protection of Well-Known Marks, adopted by
the Paris Union A ssembly and the WIPO General Assembly.?® Additionally, in adopting recent
amendments to its laws upon accession to the EC, an EC member State characterized its
understanding that Article 14(3) tracks the factors for determining whether a trademark is
well-known.* Moreover, the EC Trademark Regulation and Trademark Directive similarly refer
to “reputation” as a prerequisite for the heightened protection associated with well-known
marks.**

Q150. The United Sates refers to the possibility of informing "consumers about the origin of a
product and its characteristics through the use of descriptivetermsin a non-trademark
sense without affirmatively confusing the consumer about the source of goods® (US
response to Panel question no. 75(b)). Would the addition of such a requirement in
Article 14 of Regulation (EC) No. 2081/92 in respect of either prior trademarks, later
geographical indications, or both, satisfy the requirements of Article 16.1 of the TRIPS
Agreement in the view of the United Sates? Or does the United Sates object to any later
protection of a geographical indication that is confusingly similar to a prior trademark?
UsA

8 E.g., "induire le [public/consommateur] en erreur quant a la veritable origine du produit” (Articles 3(2),
13(1)(d) and 14(3)); "donne apenser atort au public que les produits sont originaires d'un autre territoire” (Article
6.6); "induire en erreur les consommateurs" (Article 6.6); and "fallacieuse quant a la provenance, I'origine" (Article
13.1(c).

88 U.S. Second Written Submission, para. 146.

8 U.s. Second Written Submission, para. 147.

) % U.S. Second Written Submission, paras. 148-149. The EC assertsthat the amended provision of
Hungarian law cited by the United States in Exhibit US-59 “appliesto products not covered by Regulation 2081/92.”

EC Oral Statement at Second M eeting, para. 172 (tiret 3). Thisrebuttal is beside the point. The important point is
that in the Hungarian government’s view, Article 14(3) applies to “well-known mark[s].” See Exhibit US-61. The
EC had previoudy asserted that the EC member States agree with its position, in thisdispute, that Article 14(3)
denies registration to Glsthat mislead with respect to all trademarks. EC Responses to Questions, paras. 172-174.
Exhibit US-61 demonstrates that the EC’ s assertion is untrue, and that some member States agree that Article 14(3)
denies registration only to those Gl s that mislead with respect to well-known trademarks.

91 U.s. Second Written Submission, para. 150.
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Response:

106. It would appear that the particular inconsistencies with Article 16.1 identified by the
United States in this dispute might be addressed if the Gl Regulation were to incorporate the
substantive disciplines of EC trademark law into Article 14(2), or elsewhere in the Regulation.
In fact, as the United States has explained, the Committee on Legal Affars and the Internal
Market of the European Parliament proposed just such an amendment.®? This proposal would
have added the following language to Article 14(2):

This Regulation shall be without prejudice to the right accorded under the laws of
the Member States and/or Council Regulation (EEC) No 40/94 of 20 December
1993 on the Community trade mark to bring proceedings for infringement of the
right embodied in a trade mark conforming to the conditions set out in the first
sentence of this paragraph on account of the use of a designation of origin or
geographicd indication subsequent to that trade mark, be it under thecivil,
administrative, or criminal law of the Member States.”

This language would address these inconsistencies with Article 16.1, assuming that it fully
maintains and incorporates the substantive rights of exclusivity of prior trademarks, consistent
with Article 16.1 of the TRIPS Agreement. Asthe United States understands it, this amendment
would allow trademark ownersto exercise their TRIPS Article 16.1 rights, but would also
provide for fair use and other exceptions pursuant to EC and member State trademark laws,
consistent with TRIPS Article 17.

107. Finally, the United States again notes that it is difficult to understand how “fair use of
descriptive terms” might apply to registered Gls (pursuant to Article 2(3) of the GI Regulation)
that are not geographic names (e.g., Feta).

Q151. Please comment on the suggestion that Article 24.3 of the TRIPS Agreement was inserted
in the draft text in November 1991 to make it clear that the exceptions provisionsin
Section 3 of Part Il could not be used as a judtification for diminishing a Member's
pre-existing protection of Gls. USA, AUS, EC

Response:

108. The United States agrees that Article 24.3 is an exception to Part 11, Section 3 of the
TRIPS Agreement. Asthe United States has explained, thisis evident both from the heading to
Article 24 (* International Negotiations; Exceptions’), as well as the introductory clause that
limits its scope to actions taken “[i]n implementing this Section” .**

92 Us second Written Submission, para. 166.

% Exhibit US-21, at pp. 13-14.

% U.S. Second Written Submission, paras. 189-190.



EC - Protection of Trademarks and Geographical Indications U.S. Answers to 2™ Set of Panel Questions
for Agricultural Products and Foodstuffs (WT/DS174 and 290) August 26, 2004 — Page 49

109. Giventhat the other exceptions in Article 24 congtitute an important part of Part 11,
Section 3, it isreasonable to read “In implementing this Section” as incorporating measures taken
to implement the other exceptions, when such measures could diminish the protection of
individual Glsthat existed in that Member prior to entry into force of the WTO Agreement.
However, the ordinary meaning of the phrase “In implementing this Section” is not limited to
implementation of Article 24, but would seem to also apply, where appropriate, to measures
taken to implement aspects of other provisions of the Gl section that could diminish the
protection of individual Gls protected prior to entry into force of the WTO Agreement.

110. Nevertheless, the Panel’ s suggestion regarding Article 24.3 is not only consistent with a
textual and contextual interpretation of Article 24.3 as an exception to the obligationsin the Gl
section. It aso directly contradicts the EC’ sviews that (1) Article 24.3is not an exception
(despite clear language and context to the contrary) and (2) it in fact imposes an additional
obligation on the EC not to modify its Gl protection system in any way, despiteits
inconsistencies with the trademark obligations under the TRIPS Agreement.

Q152. If a Member is obliged to diminish the pre-existing protection of Glsin order to allow
trademark ownersto exercise their rights under Article 16.1 as against Gls, does that
obligation not arise under Article 16.1 rather than "[i] n implementing this Section”, as
used in Article 24.3? EC

Q153. Without prejudice to the EC's view that a Gl confusingly similar to a trademark will not
be registered, if one were registered nevertheless, in what way would this exception be
"limited"? In particular, could therights of the GI owner be limited in such a way asto
minimize the likelihood of confusion? EC

Q154. What, specifically, are"the legitimate interests of the owner of the trademark and of third
parties’ within the meaning of Article 17? How can legitimate interests be "taken into
account” under Article 17 where they conflict with other relevant interests? USA4, AUS,
EC

Response:

111. An*interest” isdefined as “[t]he fact or relation of having a share or concernin, or aright
to, something, esp. by law” or “[t]he relation of being involved or concerned as regards potential
detriment or (esp.) advantage.”® “Legitimate” refersto “[g]enuine”, “[c]onformable to,
sanctioned or authorized by, law or principle”; “normal, regular, conformable to a recognized
standard type.”® Thus, a“legitimate” interest arises when a party has aconcern tha is
recognized either by law, or by other types of normative standards.”

% New Shorter Oxford English Dictionary (Fourth Ed. 1993), pg. 1393. Exhibit US-84.

% New Shorter Oxford English Dictionary (Fourth Ed. 1993), pg. 1563. Exhibit US-84.

7 See Panel Report, U.S. — Section 110(5), para. 6.224.
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112. Article 17 does not specifically list the types of “legitimate interests of the owner of the
trademark and of third parties’ that must be taken into account when providing limited
exceptions. Immediate context, however, provides important guidance.

113. Thelargest and most obvious set of third parties affected by trademarks are consumers
who make decisions in the marketplace based on their association of atrademark with a product.
When Article 16.1 provides rights to trademark ownersto prevent uses that “would result in a
likelihood of confusion”, the “confusion” that is avoided is confusion on the part of consumers
who are making purchasing decisions based on trademarks. Therefore, “legitimate interests of . .
. third parties’, under Article 16.1, includes the interests of consumers not to be confused by
signs. Anything that resultsin alikelihood of confusion for consumersis not in their legitimate
interests. Moreover, consumers benefit from a strong trademark system, generally, as trademarks
encourages fair competition among producers and provide val uable information to consumers
about the particular products that they are purchasing.

114.  Another type of relevant third party consists of those parties that have licenses to
affirmatively use atrademark, or to exclude others from using the mark. Thisis evident from
Article16.1, which refersto “all third parties not having the owner’s consent”, and which implies
that third parties with the trademark owner’s consent have the right to use identical or similar
signs. Itisalso evident from TRIPS Article 21, which refersto licensing of trademarks. The
legitimate interest of the licensees are tied directly to those of the trademark owner, astheir
license agreements are accorded value as aresult of the Article 16.1 rights accorded to the
trademark owner (or licensed to the licensee).

115. Asfor the“legitimate interests of the owner of the trademark”, such interests are also
evident from the context provided by Articles 16.1 and 15.1 of the TRIPS Agreement.
Trademark owners have a legitimate interest in exercising their exclusive right to prevent al
others from confusing use, as this maintains the value of the trademark, and preserves the
investments made to promote the trademark and associated products to the public in aterritory
(i.e., through advertising, etc.).®® In other words, trademark owners have alegitimate interest in
preventing competitors from inducing consumers to buy competing products based not on the
quality of the competing product, but instead on an inaccurate belief that they are buying the
product associated with the trademark. In addition to harming consumers, this reduces the
economic value of the trademark, and the profits of the trademark owner’ s business.

116. Thisconsideration is consistent with the analysis of the U.S. — Section 110(5) panel
which, when interpreting the phrase “legitimate interests of the right holder” in the context of the
copyright section, explained asfollows:

In our view, one — albeit incomplete and thus conservative — way of looking at
legitimate interests is the economic value of the exclusive rights conferred by
copyright on their holders. It is possible to estimate in economic terms the value

% Seeinfra Response to Question 155, regarding the extent to which these exclusive rights could be limited
pursuant to Article 17 of the TRIPS Agreement.
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of exercising, eg., by licensing, such rights. That is not to say that |legitimate
interests are necessarily limited to this economic value.*

Similarly, the “legitimate interests of the owner of the trademark” encompasses the interestsin
preserving the economic value of the exclusive rights conferred by a trademark.

117. Moreover, atrademark owner has a legitimate interest in ensuring that its trademark
continues to be capable of distinguishing the goods or services of its undertaking from those of
other undertakings, within the meaning of Article15.1. If othersare able to dilute the value of
the trademark by using it on their products without the consent of the trademark owner, then this
diminishesthe capability of the sign to distinguish its goods or services, and may even result in
total loss of the trademark.'®

118. With respect to the relationship among the legitimate interests, it seems that the interests
of the trademark owners, licensees, and consumers do not conflict at all, asthey all benefit from
enforceable Article 16.1 rights, which preserve the value of the trademark for the trademark
owner and licensee, at the same time that they prevent confusion of the consumers. Thisis quite
different from the patent context, for example, where the short term interests of the consumers
(to purchase cheaper products) may differ from the short term interests of the patent holder (to
profit from the invention and recover the associated research and development expenses).

119. Tothe extent that "legitimate interests.. . . of third parties’ include the interests of
producers in providing information to consumers about the geographical origin of the product, or
in using a purely descriptive term, and the corresponding interests of consumers in receiving such
information, these interests may also be taken into account, but only to the extent that they
"provide limited exceptions to the rights conferred by a trademark™ and do not require ignoring
the legitimate interests of the trademark owner, pursuant to Article 17. Asthe United States has
explained, the phrase "limited exception” refersto "anarrow exception - one which makes only a
small diminution of the rights®, where "limited", is "measured by the extent to which the
exclusive rights' of atrademark have been curtailed.*®

120. By contrad, as the United States has detaled elsewhere, the blanket exception to
trademark rightsin Article 14(2) of the Gl Regulation isnot a"limited exception” and does not
take into account the interests of anyone other than producers of certain agricultural productsin
the EC who have rights to use aregistered Gl. Under the EC’ sinterpretation of TRIPS Atrticle
17, all uses of aregistered Gl are automatically entitled to the “fair use” exception, no matter
what the facts of the particular caseat hand (i.e., whether the use isfair, the term is descriptive,
or the legitimate interests of the trademark owner are considered), by simple virtue of registration
alone. It isan exception that harms consumers, as they will purchase products that they do not

% Panel Report, U.S. — Section 110(5), para. 6.227.

100 y s, Opening Oral Statement at Second Meeting, para. 90; U.S. Second Written Submission, para. 174.

101 .S, Opening Oral Statement at Second M eeting, para. 100, quoting Panel Report, Canada - Patent
Protection, paras. 7.30-7.31. Seeinfra U.S. Response to Question 155.
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intend to purchase because of confusion over the name.

Q155. Does an exception to the exclusiveright in Article 16.1 presuppose a certain degree of
confusion? Does "fair use of descriptive terms" within the meaning of Article 17 include
the use of a trademark to indicate source? USA, AUS

Response:

121. Asthe United States explained in its second oral statement, TRIPS Article 17 does
contemplate some curtailment of therights granted in Part II, Section 2 of the TRIPS Agreement,
but the provision explicitly states that such curtailment for any given trademark must be
limited.’* Giventhat Article 17 refers to limited exceptionsto the “rights conferred by a
trademark”, and Article 16 (including Articles 16.1, 16.2, and 16.3) defines the “ Rights
Conferred”, it islogical that Article 17 presupposes acertain degree of likelihood of confusion
for a particular trademark within the meaning of Article 16.1. By itsvery terms, however,
Article 17, unlike the GI Regulation, does not permit virtually unlimited exceptions, simply
because those exceptions relate to the rights of a limited number of trademarks.’®® Nor does
Article 17 permit the unlimited degree of likelihood of confusion allowed by the GI Regulation.
Finally, with specific textual references to the rights conferred by “&' trademark and the
legitimate interests of the owner of “the” trademark, Article 17 does not permit automatic
entitlement to an exception, without consideration, for example, of whether the “use’ at issueis
“fair,” or the “terms’ at issue are“ descriptive.”

122.  Asnoted above, under the EC’ sinterpretation of TRIPS Article 17, uses of aregistered
Gl are automaticdly entitled to the “fair use” exception, by ssimple virtue of registration alone.
The EC hasfailed to explain, nor can it, how a blanket exception, requiring trademark owners to
sell their products alongside the products of an unlimited number of producers using identical or
similar Gls, for an unlimited amount of time, and with an unlimited degree of consumer
confusion, isa“limited exception”.

123.  With respect to the Panel’ s question about whether “fair use of descriptiveterms’ within
the meaning of Article 17 includes the use of atrademark to indicate source, the answer is no.
Asthe United States explained during its second oral statement, a"descriptive” term is one that
is"characterized by description”, where description refersto "[a] detailed account of a. . . thing."
Trademarks are aform of intellectual property, with associated rights, that are not merely
"descriptive." According to TRIPS Article 15.1, for example, only those signs that are "capable
of distinguishing the goods or services of one undertaking from those of other undertakings' may
constitute atrademark. Thus, trademarks are not merely descriptive and can not be considered
"descriptive terms" within the meaning of Article 17.

Q156. Why do therequirementsin Article 17 differ fromthosein Articles 13, 26.2 and 30 of the

12 y.s. Opening Oral Statement at Second Meeting, para. 102.

13 y.s. Opening Oral Statement at Second Meeting, para. 102.
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TRIPS Agreement? How should their interpretation reflect those differences? USA,
AUS, EC

Response:

124. Beginning with the text of the provisions themselves, Article 17, the trademark exception,
states:

Members may provide limited exceptions to the rights conferred by a trademark,
such asthe fair use of descriptive terms, provided that such exceptions take
account of the legitimate interests of the owner of the trademark and of third
parties.

125. Article 13, the copyright exception, states:

Members shall confine limitations or exceptions to exclusive rights to certain
special cases which do not conflict with anormal exploitation of the work and do
not unreasonably prejudice the legitimate interests of the right holder.

126. Article26.2, theindustrid design exception, states:

Members may provide limited exceptions to the protection of industrial designs,
provided that such exceptions do not unreasonably conflict with the normal
exploitation of protected industrial designs and do not unreasonably prejudice the
legitimate interests of the owner of the protected design, taking account of the
legitimate interests of third parties.

127.  Article 30, the paent exception, states:

Members may provide limited exceptionsto the exclusiverights conferred by a
patent, provided that such exceptions do not unreasonably conflict with anormal
exploitation of the patent and do not unreasonably prejudice the legitimate
interests of the patent owner, taking account of the legitimate interests of third
parties.

128. Thefirst apparent difference between the latter three exceptions and Article 17 isthe
referencein Articles 13, 26.2 and 30 to “normal exploitation.” Exceptions to copyright may not
conflict with “anormal exploitation of the work”; exceptions to industrial design protection may
not “unreasonably conflict with the normal exploitation” of the design; and exceptions to patent
rights may not “unreasonably conflict with a normal exploitation of the patent”. This difference
is based on the differencein the nature of the intellectual property right. Copyrighted works,
industrial designs, and patents are all subject to “exploitation” by the rightholder by, for example,
including the protected work, industrial design, or invention in a product for use or sale — or
licensing othersto do so. It ispossiblefor exceptions to rights to conflict either not at all
(copyrights) or not unreasonably (industrial designs and patents) with “anormal exploitation”.
Further, exceptions might conflict with an “exploitation” of the copyright, industrial design or
patent, without conflicting with a“normal” exploitation, which implies a normative standard for
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what is“normal” 1%

129. By contrast, atrademark owner is provided the exclusive right to prevent uses of signs
that cause alikelihood of confusion with respect to the trademark. That right is not subject to
"exploitation™ in the same sense as the "exploitation” of a copyrighted work, protected industrial
design, or patented invention. Unlike in other intellectual property areas, therefore, Article 17
does not permit exceptions that would conflict with any exploitation of the trademark — normal
or not —and does not permit reasonable conflicts with “anormal exploitation”, because any
conflict with trademark rights goes to the heart of the trademark owner’s legitimate interest.
Therefore, there is no need for Article 17 to provide for exceptions that conflict with an
"exploitation” of the trademark.

130. Similarly, Articles 13, 26.2, and 30 permit exceptions that “do not unreasonably prejudice
the legitimate interests of the” intellectual property right holder. Article 17, by contrast, requires
that any exceptions “take account of the legitimate interests of the owner of the trademark.”

This, too, is explained by the differences in the intellectual property rights concerned. A WTO
Member might permit businesses to make performances of copyrighted works through
"homestyle" audio equipment because it had been shown that copyright owners did not derive
much revenue from such use, and thus the use did not unreasonably prejudice the legitimate
interests of the copyright holder. A WTO Member might permit persons other than the patent
holder to make drugs covered by a patent, purely for the purpose of obtaining market approvd

for the drug, so that it can be sold once the patent expires, again without prejudicing the
legitimate interests of the patent holder. By contradt, the very ability of atrademark owner to
distinguish goods using his trademark is significantly compromised if that trademark owner
cannot stop confusing uses of hissigns—that is, if there are signs in the marketplace that are
likely to cause confusion. So, for the same reason that the language "does not [unreasonably]
conflict with the normal exploitation” of atrademark is not included in Article 17 — because any
conflict with the trademark undermines the trademark right entirely — the standard of
"unreasonably prejudice” the rights of the owner is not included - because any uses of signs likely
to cause confusion with amark will prejudice the owner'sinterests. In order to “take account” of
the trademark owner’ s legitimate interests in being able to use his trademark to distinguish
goods, likelihood of confusion must be avoided to the maximum extent possible, and where
likelihood of confusion is necessary — because of the competing interests concerned — such
likelihood of confusion should be limited to that which is strictly necessary to serve the particular
competing interest in the case.'®

104 The Panel in Canada - Patent Protection of Pharmaceutical Products explained that the term "normal”
as used in Article 30, "can be understood to refer either to an empirical conclusion about what iscommon within a
relevant community, or to a normative standard of entitlement. The Panel concluded that the word 'normal’ was
being used in Article 30 in a sense that combined the two meanings." Panel Report, Canada - Patent Protection of
Pharmaceutical Products, para 7.54.

15 Asnoted in the U.S. response to question 155, to be "limited,” an exception cannot apply automatically
and in all cases, without an analysis of the particular competing interests at i ssue.
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131. Indeed, reinforcing this view of the trademark obligation, in contrast to the obligations
with respect to other intellectual property rights, Article 21 of the TRIPS Agreement provides
that “compulsory licensing of trademarks shall not be permitted.” By contrast, there is no such
provision with respect to copyrights, industrial designs, or patents.

132.  With respect to the interests of third parties, Articles 26.2 and 30 are virtudly identica to
Article 17, as al require the exceptions to take “account of the legitimate interests of third
parties.” Article 13, by contrast, does not specifically refer to the interests of third parties.

Again, this difference demonstrates the simple proposition that third party interests must
specifically be considered when providing exceptions to trademarks, industrial designs, and
patents, but that thisis not an explicitly-stated requirement for copyright exceptionsinthe TRIPS
Agreement.

133. Finally, another difference between the other three exceptionsis that Article 17 refers
specifically to “fair use of descriptive terms’, as an example of the types of permitted limited
exceptions. Asthereferenceto “fair use’ isintroduced by the phrase “such as’, thisis not the
only permitted limited exception. The fact that Artides 13, 26.2, and 30 do not contain specific
examples of exceptions does not provide any relevant information about how Article 17 should
be interpreted.

Q157. The United Sates alleges that the EC does not provide legal means required under
Article 22 of the TRIPS Agreement (see United States first written submission, paras
177-178; USrebuttal, para. 213). Do you claimthat the EC failsto provide a legal
means to prevent uses of indications in accordance with Article 22.2 because of alleged
inadequacies in Regulation (EC) No. 2081/92 alone? Or do you allege that measures
outside the Panel's terms of reference are also inadequate to fulfil that obligation? If the
latter, on what evidence do you rely? USA

Response:

134. The United States' claim that the EC does not provide the legal means required under
Article 22 of the TRIPS Agreement is based on inadequacies in the EC Gl Regulation. Asthe
United States has pointed out in its submissions and oral statements, the EC Gl Regulation
providesthe means for obtaining Community protection of geographical indications of
agricultural products and foodstuffs (Article 2(1) of the GI Regulation). And it failsto provide
those means to al interested parties, as required by Article 22. Further, by providing the vehicle
for obtaining Community-wide protection for geographical indications, and then failing to
provide rights of objection to interested parties, it has failed to provide any mechanism at all for
interested parties to protect against misleading uses with respect to a Gl that has been registered:
once a Gl has been registered, those who might have objected are powerless to prevent
misleading uses with respect to those Gls. The EC has suggested that other, unspecified,
member State laws and Community rules make up for these deficienciesin the Gl Regulation,
but it has not sustained its burden of refuting the U.S. prima facie case. To the contrary, the EC
declined an invitation from the Panel to provide such information.

Q158. The Panel notes the United Sates submission that the Panel should find that "the EC GI
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Regulation” isinconsistent with Articles 16.1 and 22.2 of the TRIPS Agreement (US
rebuttal, paras 166 and 217, respectively). However, why would it be appropriate to
conclude that a single measure, rather than a Member, failsto comply with each
obligation? If the EC or its member States adopted other measures which complied with
Articles 16.1 and 22.2, could they fill the gapsin the alleged inconsistenciesin
Regulation (EC) No. 2081/92? USA

Response:

135. Thedrafters of the DSU chose to refer to “measures’ being inconsistent with the covered
agreements. For example, Article 19.1 of the DSU refers to the situation where “a panel or the
Appellate Body concludes that a measure is inconsistent with a covered agreement.”*® The
United States has followed this convention.

136. The EC may have anumber of options to implement DSB recommendations and rulings
that its GI Regulation is inconsistent with the EC's WTO obligations, and the United States is not
attempting to prejudge what those options are at this point in the dispute nor which option the EC
should choose.

137. If the Panel’s questionis directed at current measures that may fill the gaps, in any
dispute, of course, it istheoretically possible that there are other measures, of which the
complainant is unaware and which it did not cite, that eliminate or counteract any alleged
inconsistency identified by the complainant. For example, alaw cited in a panel request may
have been overturned by alater law. Or, inidentifying burdens placed on foreign products in one
regul ation, the complainant may have been unaware of another regulation placing the identical
burdens on domestic products (although, ideally, such omissions would have been elucidated in
consultations). In such a case, once the complainant has presented a prima facie case that a
measureis inconsigent with aWTO obligation, it isthe respondent that then hasthe burden to
rebut that prima facie case by presenting facts and arguments showing that there is no
inconsistency. Such facts and arguments may very well include other domestic measures, not
cited by the complainant, that demonstrate that any alleged inconsisency is eliminated. This
would then constitute the respondent’s affirmative defense (it is the respondent that is in the best
position to come forward with such information about its own domestic law). However, if the
respondent failsto do this—i.e,, if it failsto overcome the prima facie case presented by the
complainant — then the pand must make findings in favor of the complainant.

138. Inthisdispute, for instance, in response to claims that the GI Regulation deprives
trademark owners of their Article 16.1 rights, the EC has merely presented excerpts of afew
other laws — such as unfair advertising laws — that they claim “fill in the gap” left by the GI
Regulation. Of course, the United States has explained that, since the standards in those laws are
much more stringent than those in Article 16.1, they in no way provide trademark owners with
their Article 16.1 rights. But the point with respect to the Panel’ s question is that, if there were
other measures somewhere in EC lega system or in those of its member States that compensated

106 See also for example Articles3.7 and 21.5.
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for the WTO inconsigenciesin the Gl Regulation, the EC would have and should have come
forward with them. But in fact, if there are any such measures, the EC failed to present them to
the United States during five years of consultations. And they failed to do so during the entire
course of this proceeding. Indeed, at the first Panel meeting, the United States recdls that the
Panel specifically invited the EC to present information to support its vague allegations that
other, unspecified EC and EC member State laws and regulations might make up for the apparent
WTO inconsistenciesin the EC Gl Regulation. The EC dedined to do so, implying that it was
the responsibility of the United States to show that there were no such laws or regul ations.*”’

139. But the consequences of this approach would beto require the complainant to show that
(1) aparticular measureis inconsisent with WTO obligations and (2) there is no other measure
anywhere throughout the legal system of the respondent that compensates for this WTO-
inconsistent measure. Such arequirement would be tantamount to requiring a complanant to
citein its consultation and panel requests the entire body of the respondent’s law as the measures
at issue. Needlessto say, putting such a burden on the complanant to “prove the negative” is
inappropriate and unworkable.

Q159. May protection for designations of origin and geographical indications now be afforded
in the EC only within the framework laid down by Regulation (EC) No. 2081/92? To
what extent does the EC implement its obligations under Article 22.2 of the TRIPS
Agreement through Regulation (EC) No. 2081/92 and to what extent through other
measures (see EC first written submission, paras 433 and 434)? Are the other measures
cited by the EC alone sufficient to fulfil its obligations under Article 22.2? EC

Q160. To what extent does the EC implement its obligations under Article 22.2 of the TRIPS
Agreement through Regulation (EC) No. 2081/92 and to what extent through other
measures? Does the EC believe that the complainants should prove a negative, i.e. that
no legal meansrequired under Article 22.2 are available? Can a respondent simply
argue that other measures, outside the Panel's terms of reference, fulfil an obligation,
without proof of how those other measures fulfil that obligation? EC

Q161. Australiarefersto ArticlelObis(1) of the Paris Convention, "as incorporated by TRIPS
Article 2.1" (Australia's first written submission, para. 75, also para. 268) and also
submits that "Paris Article 10bis.1 deals with the issue of unfair competition, which is not
otherwise dealt with in the TRIPS Agreement except 'in respect of geographical
indications in TRIPS Article 22.2" (response to Panel question no. 82). Please darify

197 The United States al so reminds the Panel that, contrary to the EC’ s arguments, the United States does
not have the burden of proving that its reading of the Gl Regulation is “the only reasonable interpretation” (EC
Second Written Submission, para. 275) or the “only correct one” (EC Oral Statement at the Second Panel M eeting,
para. 5), or that a WTO-consistent interpretation of the regulation is “impossible” (EC Second Written Submission,
para. 274). Nor can the EC simply rely on “considerable deference” to immunize it from claims of WTO-
inconsistency. (EC Second Written Submission, para. 273). Rather, the United States has the burden of presenting
information and arguments that the EC Regulation means what it says sufficient to make a prima facie case of a
WTO-inconsistency. It isthen up to the EC to present information and arguments to rebut that prima facie case.
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whether Australia seeks a finding that the alleged inconsistency with Article 10bisisa
violation of Article 2.1 or 22.2 of the TRIPS Agreement or both. 4AUS

Q162. How did Australia's reference to Article 24.5 of the TRIPS Agreement in its request for
establishment of a panel put the EC on notice that Australia challenged Regulation (EC)
No. 2081/92 in respect of Article 24.5 in conjunction with Article 4 of the Paris
Convention (1967) asincorporated by Article 2.1 of the TRIPS Agreement? In
Australia’s view, to what extent could a respondent begin preparing its defence of this
claim without knowing that it was based on the right of priority? AUS

Q163. The Panel takes note of Australia's and the EC's respective views on the applicability of
Article 70.1 of the TRIPS Agreement to individual Gl registrations (Australia's response
to Panel question no. 90; EC rebuttal, para. 202). On 31 December 1995, at what stage
of the procedure under the former Article 15 werethe Gls later registered under Article
17? Did any individual Glsregistered under Article 6 have an objection period that
expired prior to 1 January 1996? EC

Q164. Inwhat way are the objectives and principles set out in Articles 7 and 8 of the TRIPS
Agreement, and the considerations recited in the first paragraph of its preamble, relevant
to the interpretation of the provisions of that agreement at issue in this dispute? USA,
AUS, EC

Response:

140. Thefirst paragraph of the preamble, and Articles 7 and 8, of the TRIPS Agreement are
potentially relevant to the extent they provide context for interpreting the provisions offered by
the parties, or to the extent they point to the object and purpose of the TRIPS Agreement. And,
indeed, the first paragraph to the preamble to the TRIPS Agreement isinstructive, as it reflects
the desire of the Members “to reduce distortions and impediments to international trade” and “to
ensure that measures and procedures to enforce intellectual property rights do not themselves
become barriersto legitimate trade.” The United States has already discussed the relevance of
this provison to interpreting footnote 1 to Article 1.3 of the TRIPS Agreement in response to
question 104. In addition, however, in interpreting the provisions of the TRIPS Agreement that
the United States argues are breached by the EC GI Regulation, the Panel should be mindful of
the object and purpose of the TRIPS Agreement, as reflected in this preamble, as contrasted with
the obvious distortions, impediments, and barriers to international trade introduced by the EC Gl
Regulation.

141. By contras, the United States does not believe that Articles 7 and 8 of the TRIPS
Agreement contribute significantly to an understanding of the TRIPS provisions at issue.
Likewise, the EC has also not provided arguments with respect to these provisions.



